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‘would .be required to act on the peti-
tion within 120 days of its filing. This
will ensure that the CPSC will focus
on.a potential safety matter in a
timely, responsible matter.

In addition, the bill requires that the
CPSC defer to a voluntary standard
pursuant to section 9 of the Consumer
Product Safety Act only where the
standard actually exists. This should
preclude even the appearance that the
CPSC is to defer to a mere hope or
promise that an industry will take
some. action. Also, the bill requires
that Interested persons have the op-
portunity to comment on a voluntary
Bta.nda.rd before the CPSC defer to it.

- Finally, the -bill provides that the
CPSC establish a system to monitor
compliance with the voluntary stand-
ards which are used by industry, to
ensuret that these sta.nda.rds are being
me .

rnmt.nlrmnons ON RULEB

This legislation also would require
the CPSC to conclude any rulemaking

proceeding within 1 year after it is
begun by the publication of an ad-
vance notice of proposed rulemaking.
In those circumstances where the
CPSC requires more time to develop a
rule—for example, because of complex
subject matter—the bill permits a 6-
month extension. Testimony produced
at the Consumer S8ubcommittee hear-
ing suggested that some rulemsakings
take as long as 3 or 4 years to be com-
pleted. This provision will ensure that
the CPSC will act expeditiously- to
conclude. lts formal rulemn.klng proc-

'-"ALL-TKBRAIIVIB]CLEB

The bill contains a provision regard-.

ing all-terrain vehicles. At the Con-
sumer Subcommittee’s hearing, testi-
mony was presented which, in my
opinion, demonstrated a lack of re-
sponsibility on the part of the manu-
facturers of all-terrain vehicles. These
vehicles are reportedly associated with
20 deaths and 7,000 injuries each
month, and yet little action has been
forthcoming to address these statis-
tics. No voluntary standard is in place
for ATV’s. i

Though the CPS8C has not acted as
expeditiously as I believe the situation
demanded, last December the CPSC
did vote to bring an action under sec-
tion 12 of the Consumer Product
Safety Act alleging that all-terrain ve-
hicles are an “imminent hazard.” As
permitted by that act, and because the
CPSC felt that the expertise of more
experienced litigators was desirable,
the CPSC requested that the Depart-
ment of Justice represent the CPSC in
this action. That request was made in
February of this year, and to date the
Department of Justice has not acted
on the request. Not only has the De-
partment not yet filed the action; the
Department has not even notified its
client, the CPSC, that it intends to
bring the action. This foot-dragging
has gone on long enough.

This bill would require that the
CPSC move forward immediately to
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protect the public. aafety with resped;

.to ATV’s. Negotiations are permitted
for a maximum of 60 days. However, if -

the Commission determines after the
commencement of negotiations that
such negotiations will not produce an
expeditious and effective means of re-
ducing the incidence of injury.and
death associated with ATV's, it may
file sult before the end of the GO-da.y
period. .

If the negot.lat:lons a.re sucoessful,
and the legislation sets out & blueprint
for matters to be constdered during ne-

gotiations, then the equivalent of.a.

“consent decree” .would be filed. ‘If

they - are not successful, the CPSC"

must immediately. file its section 12

action, and the court is instructed to’

handle the matter on an expedited
basis. In any case, the CPSC is also in-
structed to complete its rulemaking on
ATV’s, which was begun in 1985,
within 1 year after the bill is enacted.

The objective of this provision is.to
achieve the greatest improvement in

ATV safety in the shortest period of
time. It is my intention that this legis-

lation send a xignal that negotiations
should begin now, right away. The
CPS8C and meanufacturers need not
await the passage of this bill to start
talking; they should begin now. At
present, America’s consumers are left

unprotected -and subject to further:

injury.
The parties should ta.ke these nego-

" tiations seriously and engage in good-

faith bargaining with the flexibility
and -fairness that will be needed to
conclude this matter quickly. Let me
assure my colleagues that I view this
matter with great seriousness; if the
actions required by this bill are not
productive, I will be back with a provi-
slon that will further ensure the
safety of the public.
LAWN DARTS

Iawnda.rts,a.gameintendedtobe
played out-of-doors, have been banned
under the Federal Hazardous Sub-
stances Act since 1970. However, under
an exemption granted pursuant to
that act, they have been permitted to
be sold for adult use. They cannot be
sold in toy stores, and a label must ac-
company the packaging of the darts. .

In April of this year, a tragedy befell
8 young girl from California who was
struck in the head and killed by one of
these darts, She was the third report-
ed fatality since 1970 from lawn darts,
though the CPSC indicates that 6,100
injuries from this product have been
reported between 1978 and 1986. A ma-
jority of these injuries involved the
head, face, eye, or ear. Approximately
81 percent of the victims were under
the age of 15. Obviously, the ban on
lawn darts, with its exemption, has not
kept children from using them.

On October 20, 1987, the CPSC pub-
lished an advance notice of proposed
rulemaking regarding actions to be
taken by the CPSC to ensure that
lawn darts do not continue to cause in-
juries. Given the fact that the exemp-
tilon has been shown not to have
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served its purpose, this bill ‘would. re-
quire the CPSC to amend its 1970 reg-
ulation.  s0 as to extend the ban on
lawn darts being sold to adults, unless
the CPSC finds they. do not present
the possibility of puncture wound
injury. I commend Senator WiLsoN for
his interest and activity in this ares,
and express my willingness to work
with him a.nd others to remedy thls
situa.tlon. S

“+.i T MISCKLLANEOUS PROVISIONS

This legisla.thn would also requlre
that the CPSC study indoor air pollu-
tlon. "adult sleepwear ‘flammability, -
and choking hazards of small parts
contained- in - toys. These three items

‘are currently ‘the subject of some

action at the CPSC, and the legisla-
tion requires the CPSC to review its
activities and report to the Congress.
CONCLUBION

- We have. its seems to me, an obllga-
tlon to ensure that America’s products
are not only competitive but safe. In
fact, our products cannot be competi-
tive if they are not safe and if our citi-
zens cannot rely on their construction.
The. CPSC has a vitally important
function to perform, and this legisla-
‘tion is intended to spur the CPSC on
toward that goal. S8ome have called for
more “punitive” measures with regard
to certain Commissioners'at the CPSC;
others have encouraged that we not
address any issue at the CPSC for fear
of making the situation .worse; still
others would prefer that we ignore the
situation at the CPSC. ‘The objective
of this - legislation i8' not to “get”
anyone or to target any industry, but
to make the CPSC become a more
vital and . consistent; agency. Enact-
ment of this legislation would leave
the CPSC more strengthened than it
is. I invite my colleagues who share
my commitment to safety to Join me
in cosponsoring the bill.e

By Mr. DECONCINI:

8. 1883. A bill to amend the Act enti-
tled “An Act to provide for the regis-
tration and. protection of trade-marks
used in commerce, to carry out the
provisions of certain international con-
ventions, and for other purposes;” to
the Committee on the Judiciary.

TRADEMARK LAW REVISION ACT

® Mr. DeCONCINI. Mr. President, I
am pleased to introduce the Trade-
mark Law Revision Act of 1987, a bill
to amend the Trademark Act of 1946,
generally referred to as the Lanham
Act. This legislation is designed to
bring the 41-year-old Lanham Act up
to date with present day business and
commercial practices and realities, to
Increase the value of the Federal
trademark registration system for U.S.
companies, to continue the protection
of the public from counterfeit, confu-
slon and deception, and to remove the
current preference for foreign compa-
nies applying to register trademarks in
the United States.

The status of trademark protection
laws is of interest to both consumers
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and producers. Trademark law, which
is part of the larger body of the law of
unfair competition, gives consumers
the assurance that they can identify
brands they prefer and ones they wish
to avoid, and that they can purchase
these brands without being confused
or misled. In addition to protecting
purchasers and the consuming public,
trademarks also protect trademark
owners and prospective trademark
owners. As the late Dr. Stephen P.
Ladas, an internationally renowned
expert of intellectual property law,
stated when he was Chairman of the
International Commission for Indus-
trial Property of the International
Chamber of Commerce:

Free enterprise rests on trademarks and
trade names. We cannot have competition if
we do not distinguish the competing goods
and give the purchaser a chance to choose—
among—them. In protecting trademarks, we
grant a remedy to the owner, but we also
aht;auiel; the purchaser from confusion and

At the same time, t.rademarks en--

hance the ability of businesses to com-
pete both domestically and interna-
tionally.

TWO years ago. t.he U.8. Trademark
Association . formed the Trademark
Review Commission to conduct a com-
prehensive review, analysis, and

debate of the policies and components -

of the trademark system. That process
included an-exhaustive questionnaire
to the trademark. community, exten-
sive study of specific topica by commit-
tees,.and open debate.at annual meet-

ommended legislative changes in the
trademark system. The bill I am intro-
ducing today is based on;the Commis-
sion’s-report -and: recommendations.. I

am pleased .to bave the benefit-of the.
Commission’s study, which is the most.

comprehensive ' review' of’ the trade-
mark system that I amaware of in the
last half century..l do recognize, how-

ever, that this bill is a starting point.~ -

Some - of my colleagues, including my

good. friend and- the ranking ‘member -
of .the subcommittee;-Senator - ORRIN .
HarcH, - may: -have - alternative +ap--
proaches to amending the Lanham Act -

to bring it up to date with pregent day
business. pr
views.. T ..

One ot t.he most. aigniﬂca.nt :provl-
sions- in - the " bfil 1. _am ¢ introducing:
today: provides ..for:..a ~dual .. system.
whereby trademark users can apply to.
register trademarks and service-marks -
on ‘the: basis of intent-to-use-in .com-

merce, a.&wellasactualuseincom.ﬂ'

merce. : R Y S
Under current us la.w, tradema.rk
rights are based on the actual use of

PR .-u P

the mark. Unlike the practice in many -

other countries, a company in the
United States cannot obtain rights in
8 new trademark.until -the,  product

plans have been completed and the.

product; has:-been : placed .on the

market. = Hence;  .the.principle- “no-.

trade, no tradema.rk." Ameriea.n com-

: The Commission : -produced: & -
. lengthy report of its findings and rec--

a.ndee]cometheir,
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panies can expend months or years
and hundreds of thousands of dollars
in developing a new product only to
discover that another company has al-
ready used the same trademark. Even
more disturbing is the fact that for-
eign companies applying to register
trademarks in the United States are
not subject to these same use require-
ments that apply to U.S. applicants.
This discriminating aspect of the
Lanham Act has resulted in the com-
mercially transparent practice of
“token use,” in which the first sale is
generally of a less than commercial
quantity of the product, often one-
case shipment or even as little as a
single unit.

The: proposed legislation provides
for a dusal system of filing, whereby
the applicant for trademark registra-
tion can file in one of two ways, either
by using the Lanham Act's existing
use provision or by using the new
“intent-to-use”” provision. Applicants
will also be subject to a more stringent
definition of use in commerce, which
will help to eliminate the practice of
“token use.” At the same time, appli-
cants will receive the benefit of “con-
structive use” establishing nationwise
priority from the date of filing. In ad-
dition, both domestic and foreign ap-

plicants not applying  for registration -

on the basis of use in commerce, will
have. to state a bona fide intention to

use the mark in commerce on or in -
connection with all the goods or serv-.
icea recited in.their applications.. An.
intent. to' use. applicant .would have a ..

period:of 8 months . to.commence use

. of.the mark in commerce after it had :

cleared the Patent and Trademark Of--
- fice’s- preregistration:procedures. The -
-6-month - period can be extended-for-
.additional periods of 6 months each

for no more than 4 years by the filing

-of _verified statements of continued.
bona fide !ntent.lon to use. t.hemn.rkin'.
- get the product which it asks for and wanta

commerce, '

By a.llowlng appllcant.s to. ﬁle based
on an intent to use the mark in com-
merce;’ the new legislation will save

time; money and effort manufacturers-
must expend to market & new product.

It will also eliminate the inefficient
practice of “token use’’ which has cre-
at.edlegal ancertainty.. -

~The bill also addresses t.he problem

-oI ‘deadwood—the - volume - of  aban-

- doned or inactive marks on the Pat.ent." ision. The Court: stated - the

_reason the Lanham Act-nationally pro:. .

and- Trademark. Office Register.
order to reduce the deadwood, the bill

‘proposes a. stronger definition of.‘‘use--
in-commerce” and a.reduction of . the -
term. of :registration. from 20-_to-10
years.- The renewal fee would also be

‘reduced along with the reduction-of -

the registration term. In an analysis of
marks registered from 1966 to 1985,

"the Commission found that of the .
active registrations over 8 years old, 23
percent .were. deadwood, and that. ap-

proximately 58 percent of these would
be removed sooner than would other-

wise be the case by reducing theregin»r-'

trat.lon term to 10 years.

S 16547

In addition, the legislation strength-
ens section 43(a) of the act by express-
1y adopting a geries of court decisions
holding that the remedies available to
owners of federally registered marks
are available under section 43(a), that
the tarnishment and disparagement of
trademarks is actionable, and that
false advertising statements about a
competitor’s product are unlawful.

The bill also adds a Federal dilution
section to the act. Currently 23 States
have dilution statutes. The new sec-
tion provides greater protection of
famous registered trademarks from
unsuthorized uses which lessen the
distinctiveness and thus the commer-
cial value of a mark. For example, a
recent U.S. district court decision
stated that the unauthorized use of
marks like Buick for aspirin, Schlitz
for varnish, Kodak for pianos, and
Bulova for gowns would constitute di-
lution of these marks.

The bill also revises the incontest-
ability provisions of the act in order to
remove ambiguities and it provides for
equitable defenses. In addition, it in-
cludes a provision relating to security
interests in trademarks and modern-
izes the definitions contained in the
act. : ’

Mr. President, as chairman of the
Subcommittee on Patents, Copyrights
and Trademarks, I am concerned with
updating and improving the laws 'and
regulations which govern the use of
trademarks and with making the laws"

more efficlient and more useful to both

producers and: consumers. We' must
ensure that the trademark law. contin-
ues to fulfill the statutory objectives -
which were outlined in SenxteReport.
No. 1333 (May 14, 1946); . ... "

- The purposes underlying
statnteslntwo(uld.Onohtoprot.ectthe
pMmithmﬂdthhm

to’ get. “Secondly, where:the owner of a
trademark - has. spent . energy; - time: ‘and -
money In presenting to the public the prod-
uct, he is protected in this investment from
misappropriation:: by -pirates : and- cheats.
This is the well-established rule of law pro-
tecﬁnsboththepubncmdthemdemark
owner '
These purposes were-reatﬂrmed by
theSupremeCourtlnltng%Park'N
Fly versus:Dollar Park and Fly, Inc.

tects trademarks s ‘‘to.seeure to the
ownerotthemarkthegoodwﬂlothis .
business and to protect the ability of -
consumers to distinguish among com-
peting producers.”-The. Court glso rec- -
ognized. that -trademarks desirably
“foster competition and the mainte-
nance of—product—quality.” .

Mr. President,lurgemyconeagues .
to join me in ensuring that U.S. trade-

_mark law continues to adequately pro-
. tect one of the most valuable asets of

‘American business and the interests of.
consumers who rely ontrademarks .
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_whenma.king their purchasing deci shanberegistereduntﬂthea.ppuwnthu ofnmn.rkby-apersomwhﬁchuaetseon-

sions.

Mr. President, T ask una.nlmous con- .
sent that the text of the. bill and the .
‘gection by section analysis be printed
‘at this point In the Recorp.

There being no objection, the mate-
rigl was ordered to be printed in t.he
Rmonn. as follows: i . _

81883 - .7

BeumactedbytthenateandHomqf
ves of the Uniled States aof
Congress assembled,

America in. ‘That this

Act.maybecit.eduthe"fl‘mdemnrkuw

Revision Act of 1987,
Snc.z.i\orpurpwesoftmsmt.them
entitled “An Act to provide for t.herezistrn
. tion and protection of trade-marks ‘used in -
commerce, to carry out the provisions of
certain international conventions, and for
other purposes’” ahallberefen'edtouthe
“Trademark Act of 1946", - -
Sm.s.SectionloftheTrademarkActo!
Alm (15 UB.C. 1051) iz amended by— * .
‘(1) inserting a section heading before sec-
tion 1 to read as follows: .
) “xmmmmmmronmxm
' TRADEMARKS ON THE PRINCIPAL REGISTER';

(2) striking-out “may register his” and in-
serunzmr hls"m lieu thereof ‘mn.y apply to regis-

(£:)) redealg:na,ungm-rasmphs (1), (2), and
(3) of subsection (a) as subparagraphs (A),
(B), and (C), respectively;

(4) lubsecuons (a). M), and
(c)upa.rmapha(l) (2) a.nd(3) respective-

) lnsert.lng “(a)" after Swnon 1.”;

(6) striking -out “actually” in- subpa.ra—
graph (C), as redesignated herein; and

1) lddlns at the end t.hereof the follow-

“(b) A’ person who has Y bom fide inten-.
tion to use & trademark in commerce may
apply to register the trademark under this
ﬁ :‘1_1 the principal reaistm' hereby estab-
. “(I)ByfﬂmglnthePatentanddee-
mark Office—

“(A) a written application, m such form as
may be prescribed by the Commissjoner,
verified by the applicant, or by & member of
the firm or an officer of the corporation or
association applying, specifying applicant’s
domicile and citizenship, applicant’s bona
fide intention to use the mark in commerce,
the goods in connection with which the ap-
plicant has a bona fide intention to use the
mark and the mode or manner in which the”
mark 18 intended to be used in connection
with such goods, and including a statement
to the effect that the person making the
verification believes himself, or the firm,
corporation, or association in whose behalf
he makes the verification, is entitled to use
the mark in commerce, and that no other
person, firm, corporation, or association, to
the best of his knowledge and bellef, has the
right to use such mark in commerce either
in the identical form thereof or in such near
resemblance thereto as to be likely, when
applied to the goods of such other person,
to cause confusion, or to cause mistake, or
to deceive: Provided, That in the case of
every application seeking concurrent use
the applicant shall state exceptions to his
claim of exclusive use, in which he sghall
specify, to the extent of his knowledge, any
use by others, the goods in connection with
which and the areas in which such use
exists, the periods of such use, and the
goods and area for which the applicant has
a bona fide intention to use the mark in
commerce and desires registration. However,
with the exception of applications filed pur-
suant to section 44 of this Act, no mark

.met the requlrements of sect;on 13(b)(2)

“hereof; and. ;
i “(B)n.drawingo(t.hemark. C '
“(Z)Bypayinclnt.hePatentanddee-'

.mark Office the filing fee. :

“(3) By complying with such ruleu or regu

lations, not inconsistent with law, as may be :

prescribed by the Commissioner.
“(c) At any time during examination' of an

application filed under subsection (b), an :

applicant who has made use of the mark in .
commerce . may- claim the benefits thereof
for purposes of this Act, by

amending - his
applwa,uonbobringltlnt.oeonformltywith

requlrementaofsuhaectlon(a)",; .
8nc.4.8ect.lon20ftheTra.dema.rkActo!
1946 (U.8.C.'1052) {s amended— »
- (1) by amend.tng suuectlon () to rea.d 88,
followx: e

“(d) Conslstu of or comprisa; a m.a.rk-

. which g0 resembles & mark registered in the
Patent and Trademark or & mark

Office, ‘
which is the subject of & previously: filed

pendim application, or a mark or trade
name previously used in the United States
by another and not abandoned, as to be .
likely, when applied to the goods of the ap-

- plicant, to cause confusion, or to cause mis-.
take, or to deceive: Provided, That when the,

Commissioner: determines that.confusion,
mistake, or deception is not likely to result

from the use by more than one person of -

the same or similar marks under conditions
and limitations as to the mode or place of
use of the marks or the goods-in connection .
with which such marks are used; concurrent
registrations may be issued to such pérsons
when they have become entitled to use such
marks prior to (1) the earliest of the filing
dates of the applications pending or of any
registration issued under this Act; or (2)
July 5, 1947, in the case of registrations pre- .
viously issued under the Act of March 3,
: 1881, or February 20, 1905, and.continuing
in full force and effect on that date; or-(3)
July 5, 1947, in the case of applications tiled
under the Act of February 20, 1905, and reg-
" istered ‘after July 5, 1947, Use prior to the
filing date of any pending application or a
registration shall not be required when the
owner of such application or registration
consents to the grant of a concurrent regis-
tration to the applicant. Concurrent regis-
trations may alzo be issued by the Commis-
sioner when a court of competent jurisdic-
tion has finally determined that more than
one person is entitled to use the same or
similar marks in commerce. In issuing con-
current registrations, the Commissioner
shall prescribe conditions and limitations as
to the mode or place of use of the mark or
the goods In connection with which such
mark "is registered to the respectlve per-
sons;’”; and

(2) in subsection ({) by striking out “five
years” through the end of the subsection
and inserting in lieu thereof *five:years
next preceding an offer of proof by the ap-
plicant.”.

Sec. b. Section 3 of the Trademark Act of
1946 (15 UB.C. 1053) is amended by—

(1) striking out “used in commerce” in the
first sentence; and

(2) striking out the second sentence.

Brc. 8. Section 4 of the Trademark Act of
19486 (15 U.8.C. 1054) is amended by—

(1) striking out ‘‘origin used in com-
merce,” and inserting in Heu thereof
“origin,”:

(2) striking out “except when” in the first
sentence and inserting in lieu thereof
“except in the case of certification marks
when”’; and

(3) striking out the second sentence.

Src. 1. Section 5 of the Trademark Act of
1946 (15 U.8.C. 1055) is amended by adding
at the end thereof the following: "'First use

‘trolled 'by.the registrant or applicant for -
reﬂxtrauonofthemmtmrespecttothe

. nature and quality of the goods or services,

shall inure t,o the beneﬂt oI the registrant
or applicant.”.)” : - -

8rc. 8. Sectionﬁ(b)ofthe*lhdann.rkAct
“of 1946 (15 U.8.C. 1056(b)) Is amended by
striking out “(d)" and lmert.lng in Heu
thereof “(e)”. - :

.Sec. 9. Bection 701 the 'I‘mdema.rk Act ot
1948 (15 U.8.C. 1057) is amended by— - - .

) amendins xubsectlon (b) t.o rea.d as fol-

"(b) A cert.lﬂca.te of rezi.strntlon ‘of a mark
“upon the principal register provided by this
‘Act shall be.prima facie evidence of the-va-
lldityoftheregisteredmarkando(thereg
“istration thereof, of the registrant's owner-

lows:

ship of the mark, and of the registrant’s ex-- o

clusiverlghttousetheregisteredma.rkin
“commerce ‘on-or in’ connection with_the
goods or serviwq specified In the certificate,
subject’ to any conditions or limitations

stated therein.”; -

(2) redesignating sumwons (c) (d), (e)
(1), and _(g) a8 subsections (d), (e) !, &),
and (h); respectively; and -

-(3) inserting between subsection (b) a.nd
‘subsection (d). s redesimted herein. the
following: <7
-*(c) Cont.lngent on t.he regist.rauon of a
mark on the principal register established
"herein, the filing of the application to regis-
ter such mark shall-constitute constructive
. use of the ma.rk. conferring a right of priori-
ty. nationwide in effect, on or in connection
with the goods or .services specified in the
registration against any other person except
“for a-'person whose mark has not been aban-
doneda.nd.who prlortosuch ﬁllnz—— RS

;"*“(1) has used the mark; -

=#42) -has filed an appllmtlon to mel.ster
t.hn mark on-the principal register and that
‘application is pending or has resulted in reg-
lstraﬂonofthzma:kontheprlncipa.lregis—
ter,or - :

“(3) has filed & forelgn -.ppljcauon to reg-
ister the mark on the basis of which he has
acquired a right of priority by the timely
filing under section 44(d) of an application

‘to register the mark on the principal regis-

ter and that application is pending or has
resulted In registmuon of the mark on the
principal register.”.

8rc. 10. Section a(a) of the Trademark Act
of 1946 (15 U.8.C. 1058a) is amended by—

(1) striking out “twenty” and inserting in
lieu thereof “ten’; and

(2) striking out ‘‘showing that sa.ld mark is
in use in commeree or showing that its” and
inserting in lieu thereof “setting forth those
goods or services recited in the registration
on or in connection with which the mark is
in use in commerce and having attached

‘thereto a specimen or facsimile showing cur-

rent use of the mark, or showing that any”.
8ec. 11, Section %a) of the Trademark Act
of 1948 (15 U.S.C. 105%a)) is amended by
striking out “twenty’ and inserting in lieu
thereof “ten”. .
Sec. 12. Section 10 of the Trademark Act

. of 1946 (15 U.S.C. 1060) is amended to read

as follows:

“ASSIGNMENT AND GRANT OF SECURITY
INTEREST

“SEec. 10. (a) A registered mark or a mark
for which application to register has been
filed shall be assignable with the goodwill of
the business in which the mark is used, or
with that part of the goodwill of the busi-
ness connected with the use of and symbol-
ized by the mark, However, no application
to register & mark under section 1(b) shall
be assignable prior to the filing of the veri-
fied statement of use under section 13(bX2),



November 19, 1987

except to a successor to the business of the
applicant, or portion thereof, to which the
mark pertains.

“(b)(1) A security interest in a registered
mark or a mark for which application to
register has been filed may be obtained and
will be superior to any interest subsequently
granted to a third party, provided—

*“(A) the party granted the security inter-
est obtains a security interest in the good-
will of the business in which the mark is
used, or with that part of the goodwill of
the business connected with the use of and
symbolized by the mark;

“(B) the mark is not subject to a valid,
prior perfected security interest; and

*(C) notice of such interest is filed in the
Patent and Trademark Office within ten
days after being granted.

*(2) A party granted & security interest in
a registered mark or a mark for which appli-
cation to register has been filed may, after
default by the party granting the security
interest, require the debtor to assign the
mark to—

“(A) a transferee who is also being as-
slgned that part of the goodwill of the busi-

ness connected with the use of and symbol-

ized by the mark; or . -

“(B) the party holding the security inter-
est, even though such party does not pres-
ently engage In the business to which the
mark relates, provided that the secured
party either subsequently engages in the
business to which the mark relates or holds
the mark only for the purpose of subse-
quently transferring the mark along with
the goodwill assoclated with the mark and
that such subsequent transfer occurs prior
to dissipation. of the goodwill.
© *(3) A security interest in a mark obta.lned
pursuant to this section will extend to the
consideration received upon.the -sale, .ex-
change, -collection or other disposition of
the mark for ten days after receipt of the
consideration by the transferor and will

then lapse unless a financing statement or .

other document is filed as requlred by ap-
propriate State law. : . -

“(c) In any assignment of, or grant ot a se-
-curity interest in a mark it shall not be nec-
eszary to include the goodwill of the busi-
ness connected with the use of and symbol-
ized by any other mark used {n the business
or by the -name or style under which t.he
business is conducted. -

- *(d) Assignments and gra.nts of secu.rlty
interest shall be by instruments in writing
duly .executed. Acknowledgment shall be
prima facie evidence of the execution of an
assignment or a grant of a security interest
and when recorded in the Patent and Trade-

mark Office the record shall be prima facie °

evidence of execution. An assignment of or
grant of a security interest in & mark shall
be void as against any subsequent purchaser
or other entity being granted an'interest for
a valuable consideration -without notice,
unless recorded in the Patent and- Trade-.
mark Office within three months after the

date thereof or- prior. to such -subsequent -

purchase in the case of an assignment, or

withmtendmafterthemtotanyuecu-'
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- rity interest. ;. O 7 RS W P
‘“(e) A aepa.mt.e record of documents sub-
mitted for recording under this section shall
be maintained in the Patent and Trademark
Office. SBuch record shall include any re-
lease, cancellation, discharge, or satisfaction
relating to-any conveyance or other instru-

ment affecting title to or any interest in a -

registered mark or a mark for which appli-
cation to register has been filed.

*(f) An aszignee or holder of & security in-
terest not domiciled in the United States
ahnnbembjectt.oa.ndeomplywiththepro-
vidomotaecﬂonl(d)oftmsAct.” o
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Sec. 13. Section 12(a) of the Trademark
Act of 1846 (15 U.S.C. 1062a) is amended by
striking out “to registration, the” and in-
serting in lieu thereof *‘to registration, or
would be entitled to registration upon the
acceptance of the statement of use pre-
scribed in section 13(bX2) of this Act, the”.

Sgc. 14. Section 13 of the Trademark Act
of 1946 (13 U.S.C. 1063) is amended by—

(1) inserting “(a)” before “Any person”;
and

(2) adding at the end thereof the follow-

“ib) Unless registration is successfully op-

*(1) & mark entitled to registration on the
principal register based on an application
filed under section 1(a) or pursuant to sec-
tion 44, shall be registered in the Patent and
Trademark Office, and a certificate of regis-
tration issued, and notice of the registration
shall be published in the Official Gazette of

- the Patent and Trademark Office; or

“(2) a notice of allowance shall be issued
to the applicant if he applied for registra-
tion under section 1(b). Within six months
following the date of the notice of allow-
ance, the applicant must file in the Patent
and Trademark Office, together with such
number of specimens or facsimiles of the
mark as used in commerce as may be re-
quired by the Commissioner and payment of
the prescribed fee, a verified statement that
the mark is in use in commerce and specify-
ing the date of applicant’s first use of the
mark and the date of applicant’s first use of
the mark in commerce, those goods or serv-
ices specified in the notice of allowance on
or in connection with which the mark is
used in commerce and the mode or manner
in which the mark is used in connection
with such goods or services. S8ubject to ex-
amination and acceptance of the statement
of use, the mark shall be registered in the
Patent and Trademark Office, and a certifl-
cate of registration issued, for those goods
or services recited in the statement of use
for which the mark is entitled to registra-

tion and notice of registration ghall be pub-’

lished in the Official Gagette of the Patent
and Trademark Office. The notice shall
specify the goods or services for wh!ch the
mark is registered. -

" *“(A) The time for filing the statement of
use shall be extended for an additional six-
month period upon written request of the
applicant prior to expiration of the six-
month period. Such request shall be accom:
panied by a verified statement that the ap-
plicant has a continued bona fide intention
to use the mark in commerce and specifying

those goods or services identified in the -
notice of allowance on or in connection with

which the applicant has a continued bona
fide intention to usze the mark in commerce.
Up to six further extensions of six months
each shall be obtained when requested prior
to' the expiration of the extended period
and accompanied by a verified statement
that the applicant has a continued bona fide
intention to use the mark in commerce and
specifying those goods or services identified
in the most recent extension for which the

‘applicant ‘has a continued bona flde inten-
‘tion to use the mark in commerce. Each re-

quest for an extension shall be accompanled
by payment of the preacribed fee..

‘¢B) The Commissioner shall notify any
applicant who files a statement of use of the
acceptance or refusal thereof and, if a refus-
al, the reasons therefor. An applicant may
amend his statement of use and may seek
review by the Commissioner of a final refus-
al >

. ."(C) The fallure to timely. flle a verified

'mte;nent of use shall result in- lba.ndon-

ment of the lppum;lon. ‘-
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Sec. 15. Section 14(c) of the Trademark
Act of 1946 (15 U.S.C. 1064(c)) is amended
to read as follows:

“(c) at any time if the registered mark be-
comes the generic name for the goods or
services, or a portion thereof, for which it is
registered, or has been abandoned, or its
registration was obtained fraudulently or
contrary to the provisions of section 4 or of
subsection (a), (b), or (c) of section 2 for a
registration hereunder, or contrary to simi-
lar prohibitory provisions of such prior Acts
for a registration thereunder, or if the regis-
tered mark i8 being used by, or with the per-
mission of, the registrant so as to misrepre-
sent the source of the goods or services in
connection with which the mark is used. If
the registered mark becomes the generic
name for less than all of the goods or serv- -
ices for which it is registered, a petition to
cancel the registration for only those goods
or services may be filed. A registered mark
shall not be deemed to be the generic name
of goods or services soley because such mark
is also used as a name of or to identify a
unique product or service. The primary sig-
nificance of the registered mark to the rele-
vant public rather than purchaser motiva-
tion shall be the test for determining
whether the registered mark has become
the generic name of goods or services in con-
nection with which it has been used; or”

8xc. 16. Section 15(4) of the Trademark
Act of 1946 (15 U.8.C. 1065(4)) Is amended
by striking out “the common descriptive
name” and inserting in lieu thereof “the ge-
neric name”.

Sxc. 17. Section 18 of the Trademark Act
of 1946 (15 U.8.C. 1068) is amended by—

A1) striking out “or restrict” and inserting
in deu thereof “the registration, in whole or
in part, may modify the application or regis-
tration by limiting the goods or’ services
specified therein, may otherwise restrict or
rectify with respect to the register”;

(2) xtrlking out “or” before ‘may retuse H
a.nd

(3) adding at the end t.hereof the follow-
ing: “However, no final judgment shall be
entered in favor of an applicant. under sec-

‘tion 1(b) who alleges likelihood of confusion

prior to the mark being registered.”.

8xc. 18. Section 21 of the Tra.demark Act
of 1946 (15 U.8.C. 1071) is amended—

(1) in subsection (a), by striking out “sec-
tion 21(b)” each place it appears and insert-
ing in lieu théreof *‘subsection (b)”;:

(2) in subsection (a), by striking out “sec-
tion 21(aX2)” and inserting in lieu thereof
“paragraph (2) of this subsection”:

"(3) In subsection (aX4), by adding at the-
end thereof the following: “However, no
final judgment shall be entered in favor of
an applicant under section 1(b) who alleges
likelihood of confusion prior to the mark
being registered.”;

(4) in subaec’don (b), by striking out “‘sec-
tion 21(a)” each place it appears and insert-
ing in lien thereof “subsection (2)"; :

: (8) in subsection (bX1), by adding at the
end thereof the following: ‘“However, no
final judgment shall be entered in favor of

- an applicant under section 1(b) who alleges .

likelihood of conruslon prior to the mark
being registered.”;

(6):in mbsect.!on (b)(3) by n.mcndlns the
first sentence of such pa.ragraph to read as
follows:

“(3) In any case where therels no adverse
party, & copy. of the .complaint shall be
gerved on-the Commissioner, and, unless
otherwise directed by the court, all the ex-
penses of the proceeding shall be paid by
the party bringing -the case, whether the
ﬂnﬂdeclsionhlniavorofsuchpanyor
noL" . "
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.- Sec. 19, Section 23 of the Trademark Act
of 1946 (15 U.8.C. 1091) is amended by—

(1) inserting “(a)" before “In sddition” in
. the first paragraph;

(2) inserting “(b)” before “Upon t.he” in
the second paragraph;

(3) inserting “(c)” before *“For the pur-
poses” in the third paragraph;

(4) striking out “paragraphs (a),” in sub-
section (a), as designated herein, and msert-
ing In lieu thereof “‘subsections, @),”;

(5) striking out “have been in lawful use
in commerce by the proprietor thereof,
upon” in subsection (a), - as designated

‘herein, and inserting in lieu thereof “are In -

-use in commerce by the owner thereof; on’;

(6) striking out “for the year preceding
the filing of the application™ tnsuhaecuon
{a), as designated herein;

(7)lnserungbefore"aeeuon 1” in subsec-
tion (a), udedmatedhere!n,thefollowlng:
“gubsections (a) and (d) of”; ,

(8) adding at the end of subaeet»km {c), as
designated herein, the following: “Theﬂlms
of an application to register & mark on the
supplemental register, or registration of &
_mark thereon, shall not constitute an admis-
sion that the mark is not eligible for regis-

tmtionontbeprlnclpa.lregistermbllshed-

herein.”; and

9) st.rndns out the last pu-agmph.

Skc. 20. Section 24 of the Trademark Act
of 1946 (16 U.S8.C. 1092) is amended by— .

(1) striking out “was not entitled to regis-
ter the mark at the time of his application
for registration thereof,” and inserting in
Heu thereof “is not entitled to registra-
tion,”; and

2) by ‘adding at the end thereof the fol-
lowing: “However, no final judgment shall
be entered in favor of an applicant under
section 1(b) who alleges likellhood of confu-
gion prior to the mark being registered.”.

Bm.zLSecuonNofthedeemarkAct
of 1946 (15 U.8.C. 1094) is amended by—

(1) inserting “1(b),” after “sections”; and

(2) Ingerting ““7(c),” after “7(b)".

Bic. 12, Section 30 of the Trademark Act
of 1946 (15 U.8.C. 1112) is amended by strik-
ing out “goods and services upon or in con-
nection with which he is actually using the
mark” and inserting in leu thereol ‘“goods
or services on or in connection with which
he i5 using or he has a bona fide intention
to use the mark in commerce”.

8ec. 23. Bection 33(a) of the Trademark
Act of 1948 (16 U.8.C. 1115(a)) is amended
by—

(1) inserting “the validity of the registered
mark and of the registration thereof, of the
registrant’s ownership of the mark, and of
the" after “prima facie evidence of”’;

(2) inserting “or in connection with™ after
“in commerce on’’; and

(3) inserting “, including those set forth in
subsection (b),” aIter ‘‘or defect”.

Sxc. 24. Bection 33(b) of the Trademark
Act of 1946 (156 US.C. 1115Db)) is amended
by—

(1) amending the matter in subsection (b)
before paragraph (1) to read as follows:

‘“(b) To the extent that the right to use
the registered mark has become incontest-
able under section 15, the registration shall

be conclusive evidence of the validity of the -

registered mark and of the registration
thereof, of the registrant’s ownership of the
mark, and of the registrant’s exclusive right
to use the registered mark in commerce.
Such conclusive evidence shall relate to the
exclusive right to use the mark on or {n con-
nection with the goods or services specified
in the affidavit filed under the provisions of
section 15 or, if fewer in number, the renew-
al application filed under the provisions of
section 9 hereof, subject to any conditions
or limitations in the registration or in such
affidavit or renewal application. Such con-
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~clusive evidence of the right to use the reg-

istered mark shall be subject to proof of in-
fringement as-defined in section 32, and
ahanbembjecttothefonowmdefmor
defects:”; and
. 42) adding at the end of the summon.
the following: -
“In addition, equitable princip]es. including
laches,. estoppel, and acquiescence, where
applicable, may be considered and applied.”.

Sxc. 25. Section 34 of the Trademark Act
of 1946 (15 US.C. 1116) is amended—

(1) in subsection (a) by—

“(A) striking out vof the registrant o! Y
mark registered in the Patent and Trade-

mn.rk Office” -and inserting in lieu t.hereor
“protected

under this Act”; and
(B)addmxuttheendthereott.helouow-

“Bowever. no ﬁm.l .tudsment shall bc en-
tered in favor of an applicant under section
1(b) who J.lle'gea likelihood of confusion
prior to the mark being registered.”; and

(2) In suhsection (c) by striking out pro-
ceeding and inserting in lieu there-
-of “proceeding involving a mark registered”.

Sxc. 26. Section 35(a) of the Trademark
Act of 1946 (15 US.C. 1117(a)) is amended
by striking out “of the registrant of a mark

in the Patent and Trademark
Office” and inserting in lieu thereof “pro-
tected under this Act”.

8Eec. 27. Section 36 of the Trademark Act
of 1946 (15 U.8.C. 1118) Is amended by—

(1) striking out “of the registrant of a
mark registered in the Patent and Trade-
mark Office” and inserting in lieu thereof
“protected under this Act”; and

(2) striking out “registered mark” and in-
gerting in Heu thereof “mark”.

8xc. 28. Section 43(a) of the Trademark
Act of 1846 (15 UB.C 11235(a)) is amended to
read a8 follows:

“(aX1) Any person who uses ln commerce
on or in connection with any goods or serv-
ices, or any container for goods, any word,
term, name, symbol, or device or any combi-
nation thereof, or who shall engage in any
act, trade practice, or course of conduct,
which—

“(A) is likely to cause confusion, or to
cause mistake, or to deceive as to the affili-
ation, connection, or association of such
person with another, or to the origin, spon-
sorship, or approval of his goods, services, or
commercial activities by another; or

“(B) by use of a false designation of origin
or of a false or misleading description or
representation, or by omission of material
information, misrepresents the nature,
characteristics, or qualities of his or another
person’s goods, services, commercial activi-
ties or their geographic origin; or

“(C) 1s likely to disparage or tarnish a
mark used by another;

shall be liable in a civil action by any person
who belleves that he is or is likely to be
damaged in his business or profession by
such action.

‘¢2) The relief provided in this subsection
shall be in addition to and shall not affect
those remedfes otherwise available under
this Act, under common law, or pursuant to
any statute of the United States: Provided,
That nothing in this subsection shall be
construed so as to preempt the jurisdiction
of any State to grant relief In cases of
unfair competition.”.

SEec. 29. Section 43 of the Trademark Act
of 1946 (15 U.B.C. 1129) is amended by
adding at the end thereof the following new
subsection:

“(cX1) The owner of a famous mark regis-
tered under the Act of March 3, 1881, or the
Act of February 20, 1905, or on the principal
register established herein shall be entitled,
subject to the principles of equity, to an in-
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“junction against: another person’s use in

commerce of & mark, commencing after the
registrant’s mark becomes famous,- which
causes dilution of the distinctive quality of
the registrant’s mark, and to obtain such
other relief as is provided in this subsection.
In determining whether a mark is distine-
tive and_ famous, a court may consider fac-
tors such as, but not limited to—

“(A) the degree of inherent or acquired
distinctiveness of the mark; -~

*(B) the duration and extent of use of the
mark on or ln connection with thegoods or
services;

"(C)tnednn.t.lonandextent o! advertls—'
ing and publicity of the mark; ’

“(D) the geographical extent of the trad
ing area in which the mark is used; -~ -

“(E) the chanhels of trade for thegoods
'or services with which the mark'is used; .
- “(P) the degree of recognition of the mark
1n its and in the other person’s trading areas
and channels of trade; and

“(@) the nature and extent oruseofthe
same or similar marks by third parties.

“¢2) The registrant shall be entitled only
to ‘infunctive relief in an:action brought
-under this subsection, unless the subsequent

- user willfully Intended to trade on the regis-

trant’s reputation or to cause dilution of the
registrant’s mark. If such willful intent is
proven, the registrant shall also be entitled
to the remedies set forth In sections 35(a)
and 36 hereof, subject to the disacretion of
the court and the principles of equity. -

“(8) Ownership of a valid registra
under the Act of 1881 or the Act of 1905 or
on the principal register. established herein
shall be a complete bar to an action brought
by another person, under the ¢common law
or statute of s State, seeking to prevent di-
lution of the -distinctiveness of amn.rk,
1abel, or form of advertisement.”. -

Szc. 30. Section 44 of the Trademark Act
ot 18486 (15 U.B.C. 1126) is amended— -

(1) by striking out “paragraph (b)” each
mat:eitappearsmdmsertmtmueuthereof
“gubsection (b)”’; .

(2) in subsection (dX2) by strlking out
“but use in commerce need not be alleged”
and inserting in lieu thereof “including a
statement that the applicant has a bona
fide tnt,enﬂon to use the mark in com-
merce’’;

(&3] in subsection (dK3), by striklna out
“foreing" and ingerting in lieu t.hereof “for-

4) in subsection (e) by adding at the end
thereof the following: *“The. application
must state the applicant’s bona fide inten-
tion to use the mark in commerce, but use
in commerce shall not be requ!red prior to
registration.”; and

(5) in subsecuon (f), by striking out “para-
graphs (¢), (d),” and inserting In lieu thereof
“subsections (c), (d),”.

Sec. 31. Section 45 of the Trademark Act
of 1946 (15 U.8.C. 1127) is amended by—

(1) amending the paragraph defining “‘re-
lated company”’ to read as follows:

“The term ‘related company’ means any
person whose use of a mark is controlled by
the owner of the mark in respect to the
nature and quality of the goods or services
on or in connection with which the mark is
used.”;

(2) amending the paragraph defining
“trade name” and ‘“‘commercial name” to
read as follows:

*The terms ‘trade name’ and ‘commercial
name’ mean any name used by a person to
identify his business or vocation.”;

(3) amending the paragraph defining
“trademark” to read as follows:

“The term ‘trademark’ means any word,
name, symbol, or device or any combination
thereof used by a person, or which a person
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has a bona fide intention to use in com-
merce and applies for registration on the
principal register established by this Act, to
identify and distingulsh his goods, including
a unique product, from those of others and
to indicate the source of the goods, even if
that source Is unknown.”;

(4) amending the paragraph defining
“service mark’ to read as follows:

“The term ‘service mark’ means any word,
name, symbol, or device or any combination
thereof used by a person, or which a person
has a bona fide intention to use in com-
merce and applies for registration on the
principal register established by this Act, to
identify and distinguish the services of one
person, including a unique service, from
those of others and to indicate the source of
the services, even if that source is unknown.
Titles, character names, and other distinc-
tive features of radio or television programs
mAay be registered as service marks notwith-
standing that they, or the programs, may
advertise the goods of the sponsor.”;

(5) amending the paragraph defining “cer-
tification mark’ to read as follows:

“The termr ‘certification mark’ means any
word, name, symbol, or device or any combi-
nation thereof used by a person other than
its owner, or for which there is a bona fide
intention for such use in commerce through
the filing of an application for registration
on the principal register established. by this
Act, to certify regional or other origin, ma-
terial, mode of manufacture, quality, accu-
racy, or other characteristics of such per-
son’s goods or services or that the work or
labor on the goods or services was per-
formed by membets of & union or other or-

ganization.
(S)mmdm(themhm col-
lective mark” to.read as follows: - .

“The term ‘collective mark’ means a
trademark or service mark used by the
“members of a'cooperative, an association, or
other collective group or: organisation, or
which such members have a bona fide inten-
tion to use in commerce and apply for regis-
tration on the principal register established
"by thizx Act, and includes marks indicating
‘mt;mbenhfpmatmlon,anlmdauon.or
other organization.”

(1) amending the pa.ruraph deﬁnine o

- “mark” to read as follows: --

‘““The term ma:k'lncludesanytrwe:mrk,
service mark, collective muk.orcertiﬂm
tion mark.”;

3 n.mendlnz the ma.tter which appears
between the paragraph defining “mark”,
and the mrasra.phdefmmg"colomblelmi
..tatlon™ to read as follows:. .

. :“The term “use in commerce’ meamuseof
‘ & mark in the ordinary course of trade, com--

mensurate with the circumstances, and not

made merely to reserve s right in a mark.
For purposes of this Act, a mark shall be
deemed to be in use in commerce (1) on
- goods when it is placed n any manner on
the goods or their containers or the displays
associated

therewith or on the tags or labels.

. affixed thereto, or if the nature of the

goods makes such .placement: impracticable’. -

then on documents associated with the

goods or their skde, and the goods are sold or-
.transported in-commexce, and (2) on serv-

. ices when 1% is used or displayed in the sale
-ar advertising of services and the services
-mrmdaedmeanmace,ortheservm'
. are rendered in more. than one State or in
this and & foreign country and the- person
rendering the services is engaged in com-
merce in connection therewith.

“A mark- lhlll bedaemed to be ‘aban-
doned’'— - .

“(1) .when lt.l use has been discont.lnued
witlx intent pot to resume. Intent not: to
resume may be inferred. from circumstances. -
Nonusefortvoconnwunyeamshnnbe

,mam
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prima facie evidence of abandonment. ‘Use’
means use made in the ordinary course of
trade, commensurate with the circum-
stances, and not made merely to reserve a
right in a mark; or

“(2) when any course of conduct of the
owner, including acts of omission as well as
commission, causes the mark to become the
generic name for the goods or services or
otherwise to lose its significance as a mark.
Purchaser motivation shall not be a test for
determining abandonment under this sub-

h.

“The term ‘dilution’ means the lessening
of the distinctive quality of a famous mark
through use of the mark by another person,
regardless of the presence or absence of (1)
competition between the users of the mark,
or (2> likelihood of confusion, mistake, or
deception arising from that use.”.

SECTION-BY-SECTION ANALYSIS

EECTION 1

This section identifies the bill as the
“Trademark Law Revision Act of 1987”.

~

SECTION 2

Sectfon 2 provides that references in the
bill to the Trademark Act of 1946 are to “An

Act to provide for the registration and pro--

tection of trademarks used in commerce, to
carry out provisions of certain international
conventions and for other purposes”, com-
monly called the Lanham Act.

SECTION 3 ~

The bill amends the Lanham Act to
permit the filing of applications for the reg-
istration of marks on the prinicpal register
on the basis of a bona fide intention to use
the mark in commerce. In distinguishing
those provisions of the bill relating to appli-
cations based on use from those based on
‘Intent-to-use, the issue of whether s person
who has not used & mark in commerce can

righttully be called its owner is avoided In-

keeping with the pew deflnition of use in
commerce set forth in section 31 of the bill,
the word wtm.lly"kde!et.edh’omsecdon
UBNINED. g
'Ihebmrequhwawlwantnmmgonthe
basis of fatent-to-use to state their bons fide
intention to use the mark in commerce. By
bona fide, the bill means an intentfon which
is. firm, though it may be contingent on the
outcome of an event. The goods or services
specified in the application must be specific
enough to permit those searching the trade-
mark records of the U.8. Patent and Trade-

ence to the fact that while applications for
registration may be filed on the basis of
intent-to-use, marks (except for those ap-

plied for registration on the basis of a for- -

eign registration or priority date under sec-
tion 44 of the Act) will not be

registered

-until they have actually been used in com-

other respects; the bill's langusge per-
applications

mitﬁntmtent-to-use parallels,
to the greatest extent possible, the Act’s ex- -
isting " provisfons relating to applieations
filed on the basis of use in commerce. For

- example, & filing fee and & drawing of the

mark will be required. In addition, it makes

allowance for concurrent use applications..

based on intent-to-use,

The bil) also provides that an applcant
ﬁll:uonthebu!aollntent-to—uaewho initi-
ates use of the mark during the time that
its application for registration is being ex-

-amined by the Patent and Trademark -
Office may claim the benefits of such use by -

amending its appiication to conform to the -
requh'emenufurl mo-buedappllm.ﬂon.
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SECTION 4

The bill rewrites section 2(d) of the Act to
reflect intent-to-use and to amend the con- |
current use system. It also modifies the sec-
ondary meaning language of the Lanham
Act.

The intent-to-use application system es-
tablished by this bill provides that, subject
to a mark being registered on the principal
register, the filing of an application for reg-
istration on the principal register will con-
stitute nationwide “constructive use” of the
mark if the mark is registered. Therefore,
the bill amends section 2(d) to make clear
that if another person has previously filed
an application to register the same or a con-
fusingly similar mark and that application
is pending before the Patent and Trade-
mark Office, the later applicant should be
denied registration until such time as the
earlier-filed application has been disposed.
This practice of suspending later-filed appli-
cations is consistent with current PTO prac-
tice with respect to use-based applications.
Deleting references to continued sand exist-

- registration.
Section 2(f). of the Act presently allows
accept, as evidence

. SECTIORS .

The bill permits the filing of appllcat.ions
to register service marks on the basis of
intent-to-use and deletes language from the

esaaryhngumtromthe'rndemarkm
: .. SECTION 8

Secﬁonﬁmnmthemmechmmtothe
Act with respect to collective and certifica-
~tion marks as are made by section 5 of the
bilt dealing with service marks. In addition,
this section makes a housekeeping change
to emphasize the difference between collec- -
‘tive and certiffcation marks, the former of
which can be used to represent that their
owners (e.g., unions, associations or other
. organizations) make or sell the goods or per-
form the services in connection with which
these marks are used.

' SECTION 7

The bill provides that when first use of &
mark is made by s relasted company (e.g., &
licensee), that use will inure to the benefit

for it is currently contained in the Trade-
mark Ru.lea of Pneﬂce (3'1 crnz.sa(u». .
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. SECTION &8 =
- Sectlon 8 contains a conformlng a.mend-
ment necessitated by the redesignation of
subsection 7(d) as sectlon 7(e) in section 9 of
the bill.
SECTION 9

Without understandable reason, the evi-
dentiary language of sections 7(b), 33(a) and
33(b) reads differently and the bill corrects
- this inconsistency by amending each of

these sections to read that registration pro-
- vides “. . evidence of the validity of the
registered mark and of the registration
. thereof, of the registrant’s ownership of the
mark, and of the registrant’s exclusive right

to use the registered mark in commerce on’’

or in connection with the goods or services.

. Section 9 a.mends sectlon 7(b) acoord-_:

. ]ng]y N Vg
Section 9 a.l.so ma.kes provision for “con-
structive use’. Constructive use is an essen-
tial element of an intent-to-use system
which, at the same time, furthers the pur-

poses of the Lanham Act. Constructive use -

fixes an applicant’s -nationwide priority
rights in a mark, subject to the mark’s regis-
tration on the principal register, as against
any other person‘except for a person whose
mark has not been sbandoned and who,

prior to the applicant filing its application, ..

used the mark, or filed an application to
register the mark on the principal register
and that application is_pending or has re-
sulted in registration on the principal regis-
ter, or filed a foreign application to register
the mark and acquired a right ol priority by
the timely filing of an application for regis-
tration under section 44(d). It applies to ap-
plications based on both use and intent-to-
Without constructive use, intent-to-use
applicants would be easy targets for pirates

and would be vulnerable to anyone initiat--

ing use of a mark after they had applied for

registra.uonbutbeforetheyhadbegunto;ﬂectmem‘s of a dual m under

- which applications to register marks on the

make use of -the mark, thereby undermining
the system's ability to increase certainty in
the marketplace. Moreover,.it promotes use
of the registration system by offering all ap-
plicants a further incentive to apply and
register their marks and encourages all per-
sons to search the PTO's trademark records
before adopting and investing in new marks.

SECTION 10

The bill makes two changes to the Act
that, with the revised definition of use in
commerce set forth in section 31, will help
decrease the amount of abandoned or inac-
tive marks (“deadwood”) on the register.
The first amendment halves the term of
registration from twenty to ten years and
the second requires registrants filing the re-
quired affidavit of use during the sixth year
of the registration term to include a state-
ment paralleling the statement required at
the time of renewal, namely, that the mark
is in use on or in connection with the goods
or servcies specified in the registration. Any
goods or services for which the mark is not
used will be deleted from the registration.
Presently registrants must only state that
the mark is in use on commerce.

SECTION 11

Consistent with reducing the term of reg-
istration, the bill reduces the term of renew-
al from twenty to ten years. In reducing the
term of renewal, the renewal fee would also
be decreased.

SECTION 12

The bill prohibits the assignment of an
intent-to-use application prior to registra-
tion of the mark unless the application is as-
signed to a successor to the business of the
applicant to which use of the mark pertains.
Permitting assignment of applications
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' before a mark fs used would conflict with

the principle that a2 mark may be validly as-

signed only with some of the business or’

goodwill attached to use of the mark and
would encourage trafficking in marks.

It also expands the Act to include provi-
sions clarifying the nature of a security in-
terest in a mark (ie., what rights a secured
party obtains in a debtor’s mark) and the
mechanics for recording and enforcing such
interests (l.e., where filings should be made

. and how to effect foreclosure). It provides "

that a security interest In a registered mark
or a mark for which an application for regis-
tration has been filed can be obtained only
by filing in the ‘Patent and Trademark

-Office, that a security interest is to be

granted in both the mark and the goodwill
accompanying the .mark, and that. the
holder of a security interest has the right to’

‘foreclose on the mark and the goodwill asso-

ciated with the mark and the right to pro-
ceeds from the sale of the mark.

SECTION 13 )
Section 13 provides for the examination of

. applications for registration submitted on

the basis of intent-to-use. Intent-to-use ap-
plications are to be fully examined by the

Patent and Trademark Office before they

are published for opposition. While the ab-
sence of specimens or facslmiles of the mark
as used will prevent the PTO from déter-
mining whether the application covers sub-
ject matter not constituting a trademark or
service mark, whether a mark s actually
being used as a mark and whether the mark
as used differs materially from the drawing
of the mark submitted with the application,
these considerations will not affect exami-
nation of the mark for descriptiveness and
confusing similarity and will be addressed

, when the statement of use provided for in

sectlon 14 of the bill is filed.
SECTION 14
'I‘hebulrevlsessecuon 130!theActt.ore-

principal register can be based on use or
intent-to-use. The present language of the
section, which specifically relates to oppos-
tions to register, does not require revision
because the procedure whereby a person
may oppose the registration of a mark is the
same whether the application is based on
use or intent-to-use. Were it different, the
goal of reducing uncertainty before an ap-
plicant invests in commercigl use of a mark
would be defeated.

Language specifically relatlng to the regis-
tration of marks is added to make clear the
procedures that must be followed before a
mark applied for registration on the basis of
intent-to-use will be registered. The bill first
provides that marks, other than those ap-
plied for registration on the basis of intent-
to-use, will be registered if they are not suc-
cessfully opposed. In this respect, it codifies
what presently occurs with respect to all
principal register marks, including those ap-
plied for registration under section 44 of the

.Act. Then it sets forth the requirements

that must be met by applicants who file ap-
plications to register on the principal regis-
ter on the basis of intent-to-use by providing
that if registration of the mark is not suc-
cessfully opposed, a notice of allowance will
be issued to the applicant. Within six
months after the date of this notice of al-
lowance, the applicant must file a verified
statement that the mark is in use in com-
merce on or in connection with the goods or
services specified in the notice of allowance
and must submit specimens or facsimiles of
the mark as actually used. The elements of
this statement of use, when combined with
the requirements for applying to register,
thus equal the requirements that use-based
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a.ppllca.nts must meet when they orlginally
file their applications.. - -
< "While the bill does not speclry the nat.ure

"of the PTO's examination of the statement
- of use, it is'Intended that this examination

is simply for the purpose of determining
issues that could not have been considered
during the initial examination of the appli:
cation. For example, whether the person
filing the statement of use is the applicant,
whether the mark, as used, corresponds to

. the drawing submitted with the application,

whether the goods or services were identi-
fied In the application’and not subsequently.
deleted, and whether the mark, as displayed

. in the specimens. or facsimiles, functions as
‘a mark. If the statement of use is accepted.

the mark is registered and a notice of regis-
tration appears in the Official Gazette. This
notice will state-the goods or services for
which the mark is, registered because in
some instances they may differ significantly
from those which were specified when the
mark was published for opposition. If regis-
tration is refused, the applicant would be
able to-appeal t.he refusa.l t.o t.he Commls-
sioner.

The bill also provides that. lnt.ent-to-use
l.ppuca.nt.s will be entitled to up to six ex-
tensions of time, for six months each, to file
the statement of use. This brings the total
length of time between issuance of the
notice of allowance and the time when use
must be initiated to four years. Only one re-
quest for extension may be obtained at a
time and each must be accompanied by a fee
and a statement that the applicant has a
continued bona fide intention to use the.
mark in commerce on or in connection with
the goods or services recited in the notice of
allowance or the most recent request for ex-
tension. Permitting applicants to obtain

" only one extension at a time, and requiring

that a fee be paid for each, will deter appli-
cants who do not have a serious, good faith
intention to use & mark from maintaining
their applications and preventing others
from adopting the mark for use. The failure
to timely file the statement of use will
result in abandonment of the application.

SECTION 18

The bill revises section 14(c) of the Act in
three respects. First, the term “common de-
scriptive name” is replaced by *generic
name” to reflect current usage of the term
by the courts and in general language.
Second, it provides that a petition to cancel
a registration on the grounds that a regis-
tered mark has become a generic name
should not extend to the entire registration
if the mark has become generic for only
some of the goods for which it is registered.
Third, it makes provision for the cancella-
tion of a service mark if it should become
the generic name of a service.

SECTION 16

A minor change to subsection 15(4) of the
Act is made to reflect use of the term “‘ge-
neric name” in the Act.

SECTION 17

The bill gives the Trademark Trial and
Appeal Board authority to limit or other-
wise modify the goods or services identified
in a registration or application to avoid like-
lihood of confusion and to determine trade-
mark ownership rights where they are at
variance with the register. This new author-
ity. while seemingly minor, {s quite signifi-
cant. With respect to the first, actual prod-
uct descriptions and trade channels are
highly relevant in court proceedings and, as
regards the second, it may obviate the need
to initiate a court proceeding in a matter
that could be easily handled by the Board.
It also gives the Trademark Trial and



)

<

November 19, 1987

Appeal Board (flexibility in addressing
intent-to-use applications if testimony about
intended use results in a factual determina-
tion that the goods or services specified in
the application are stated too broadly.

Because rights in a mark are not created
unless and until the mark is used. the bill
stipulates that the Trademark Trial and
Appeal Board should not. enter final judg-
ments iy favor of intent-to-use applicants al-
leging likelihood of confusion based solely
on their application until the mark is regis-
tered. This limitation applies only to likel-
hood of confusion cases because use would
not affect determinations involving such
issues as descriptiveness or prioriby.

SECTION 18

Section 18 of the bill provides that the
courts, like the TTAB, should not enter
final judgments In Intent-to-use cases in-
volving likelihood of confusion until the
mark is registered, and gives the courts dis-
cretion to refrain from charging the party
bringing an ex parte appeal all the costs of
such a proceeding. The latter provision wilt
assure that the PTQ seriously considers the
need for Incurring certain expenses in ex
part.eenses.

SMION 19

The bill enmhmt,a the one- ¥ear use re-
quirement for applying to register a mark
on the supplemental register and provides
thatl neither application to register nor reg-
istration on the supplemental register con-
stitute amr admissfon that the nmark has not
acquired secondary meaning.

Eliminating the one-year use requirement
for aplyibpg to register marks oo the supple-
mental register will have no affect on the
underlying rights of the registrant as use
far. less than one year would not rule out.
that a mark is capable of distinguishing or.
that It is not subjfect to proof of secondary
meaning. Doing 0. also precludes the need-
to give the Comsnissioner the authority to
waive the one-year use requirement if regis-
tration ts required eo-oblmn tonim Drot.eo—
tion for g mark ;.. .

Section 23 also makes clea.r t:hn applica-
tions for the registration of marks on the’
supplemental register cannot.be filed on the -
basis. of intent-to-use because these marks,
by their nature, do not functfon as marks or .
become protectible until- they quire dis-
tlncﬁvenenmmhm

Pt mron:o‘-'-'" v

Thhsecﬁonotthe Dill maks & conforminz
amendment to reftect elfmination of the
Oone-year use requirement for appifcations to
register orr the supplementar register and
also precludes the entry of final judgments
in favor of intent-to-use applicants alleging..

. lixelihood of confusion unth such applicants-.

haveobh&mdrecimaumtforthelrmun
 sECTIONSY i
Then.mendmenu mudeby‘seeﬂon»‘ﬂ of’
thebﬂlueof.conﬁxmhumtorw—
flect that the. Aét’'s provizions relating.tor

I 4

intent-to-use and- constructive: use do not— -
] ext.endto snplementdrecisw e

- 7 .sECTION 32 .

é'ecuon 22 contains 2 oonfomﬂns qmwd-

mentneeeufmwd’bymt.muo-use I
SRR syerrow sy

Section 23 makuthe evtdent.iary langauge
of section 33(a) consistent  with the pro-
posed evidentiary langauge of sections 7(b)
‘and 33(b) of the Act and provides that the
enumerated defenss In an action for in-

fringement of an incontestible registration :.

arc equally :applicable in “sctions for 'in- .
fringement of ma.rk: which .have not ac..
quired incontestability status.

‘a- foreign
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SECTION 24

This section makes clear that incontest-
ability does not relieve a registrant from the
burden of proving likelihood of confusion,
conforms the evidentiary language of sec-
tion 33(b) to that contained in sectiens 7(b)
and 33(a), provides that the section incorpo-
rates section 15 limitations by reference and
adds language to the Act stipulating that
the exclusive right to use a mark {s subject
to laches, estoppel, acquiescence and other
equitable defenses such as unelean hands.

SECTION 25

’I‘he bill extends infunctive relief to ac-
tions brought under section 43(a) of the Act
and stipulates that injunctive relief is not
avajlable to an intent-to-use applicant prior
to registration because he could not assert
priority or likelihood of confusion before he
initiated use. In addition, it relieves court
clerks of the need to give notice to the Com-
missioner of cases involving unregistered
marks.

SECTION 26

~Section 26 makes provision for the recov-
ery of profits, damages and costs in actions
under section 43{a). Presently. these reme-
dlesarea.vaﬂahleomytoownersorregls—
tered marks. .. .

SECTION 27

The bill provides that destruction orders
are also available in section 43(a)> a.cdons.

SECTION 28

Section 28 of the bilf amends sectfon 43(&)
of the Act to eonform te the expanded
scope of protection the courts have given it,
to make misrepresentations about another’s
goods actionable and to protect trademarks

against disparagement and tarnishment. In
amending section 43(a) however, there is no
intent that the courts should diseontinue
giving the section the same Innovative Inter-
pretation they have given. ft in the past.
While the constitutionality of making -tar-
nishment: - and -disparagement - aetionable
may be tested, it is believed that it will be-
upheld under existing authority_that nej-
ther infringing Wrademarks nor false adver-.
tising are subject. to First Amendment D:l'o-«
tection. ™’

- sEcTION 28 ’

'I'hebulcrwesafedenl cause of action

for dilution of famous marks registered on

marks which are both truly distinctive and
famoux and-therefere most. likely to be ad-
versely affected by dilution. It would aug-
ment, not preempt, state dllution laws and
would make s federa} registration a com-
plete defense te an action under state dilu-,
tion law. Bya.ddingthfsprovixlontoth&
Lanham- Act.' protection from- dllution be-

t.mmmolnu:k&u:".-,
ML eeld umouao

muonolmuksinmetf.s onthebashof'

registration or a foreign priority
- date tostate & bona fide intention to use the!

- mark in commerce. Presently, they need not

make any such statement. This require-,
ment, in confunction with making. provision,
for an intent-to-use application system. re-
duces the disparity that now exists between
the requirements - U.S8. applicants and for-
eign applicants must meet in order to apply’
to register their marks.: While this ehange

does not create parfty, because it does not.

require use before registration, the differ-

‘ence ls not significant as such registrations
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can still be canneeled for abandonment due
to two consecutive years of non-use of the
mark. R

SECTION 3y

Finally. the bill amends several of the
Lanham Act's definitions and adds a new
paragraph defining “dilution.” By and large.
changes in the Act's existing definitions
modernize and tighten their language. make
them more consistent with preferable judif-
cial interpretation and reflect the creation
of an intent-te-use application system.

The -definition of related company is
amended to delete the word “legitimately™
as being superfluous (to avoid any-inference
that use or control can be ilegitimate. how-
ever, the word is retained in section 5 of the
Act) and to address confusion about wheth-
er a related company can control the regis-
trant or applicant as to the nature and qual-
ity of the goods or services.

Trade name and commercigl name are re-
defined to eliminate redundancies and
excess verbiage by relying on the all-encom-
passing definition of “person™ the Act sets
forth. There is no intention. however, to
permit the registration of trade and com-
mercial names when they are not used on or _
in connection with goods or services.

In amending the definition of trademark.
service mark, colective mark and certifica-
tion mark te reflect intent-to-use, the bill
includes specific reference to the filing of an
application for registration. This avoids
questions of who might first have conceived
of a mark. :

The definition of trademark is alsos re-

vised to broaden it to reflect contemporary
marketing practices and to clarify a trade-
mark’s function of distinguishing the goods
of one person from those of another. The
revised definitionr purposefully retains. (D)
language relating to s trademark's ability to -
indicate source, ¢ii) the definitions current
incorporation; by implicatien, of attributes
such as standards of quality, reputation and
goodwill, (ili» the requirement that a trade-
mark should be used “on or in connection
with™” goods and ¢iv) the words “symbel. or
device'. so as. not to preclude the registra-
tion of colors, shapes, smells, sounds or con-
flgurations where they function as trade-
marks. ..
* The definition of service mark is amended
to reflect intent-to-use and to conform it to
the revised definition of trademark. Impor-
tantly, the new difinitions of trademark and
service mark are not intended to limit in
any way the subject: matter which histori-
cally basquallried as & trademark or service
mark.

The definitions of ceruﬁeatlon and collec-
tive marks are revised only to reflect intent-
to-use and to confornt to the revised defini-
tion of trademark. Restrictive language ls

. deleted from the definition of mark. - -~

Revision of the definition of use ir com-
merce. & one’ of thre ' most  far-reaching
amendments coatained in the bilt. Proposed .
in the cantext of instituting an intent-to-use
system as & means of eliminating the com-
mercially-transparent paractice of . token
use, ‘the revised definition will also have a
mesasurable affect on improving the accura-
cy of the register tby permitting the remov-
al of ~deadwood™ > and determining whether
& personr has abandoned its rights in a mark.
While the new language will require judicial
interpretation, it specifically contemplates

-commercial use common to a particular in-

dustry and that rights would not be lost.
absent ax [ntent to abandon. if use is [nter-

rupted .due to special circumstances. The
definftion alzo is revised to relax the affix.
ation requirement in the case of bulk goods:
As redefined, use In commerce does nol‘ent .
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compass-use in advertllements and ' promo-
tional materials. .
The definition of l.bandonment of mn.rk 13

amended to address strictly intrastate and |

common law use of marks and to make it
more consistent with ot.her provisions of the
Act.@

By Mr. HEINZ:

8. 1884. A bill to amend the Internal
Revenue Code of 1986 and title IT of
the Social Security Act to provide an
exemption from coverage under . the
social security program on a current

. bagis (pursuant to applications filed in
advance) for employers and their em-
ployees In cases where both are mem-
bers of faiths opposed to participation
In such progra.m, to the Commlttee on
Finance. .

BOGIAL muu-rr EXEMPTION I’OR TBI AI.IEB
® Mr. HEINZ. Mr. President, today I
am introducing legislation which my
colleague, - Representative RICHARD
8cHULzE has sponsored in the House to
exempt the Amish and a small group
of other religious sects from coverage
under 8Social Security. The Amish are

" the most visible of a group of religious
organizations who believe that they,
with God’s help, should provide for
themselves in their old age as-well as
for their parents and other: elderly
members of their sect. They also be-
lieve that it is a sin to participate in
government programs which provide
assistance or a.ny type of social lnsur
ance.

To respect that bellef Congress
amended the Social Security law in
1965 to exempt self-employed mem-
bers of certain religious sects. The ex-

- emption was extremely limited. It ap-
plied only to those few sects which
have been in existence - since 1950,
which are conscientiously opposed to
the acceptance of private or public in-
surance and which make provisions for
the care of its own members. To be in-
cluded In this exemption, a member
must walve rights to all Social Securi-
ty and Medicare payments which may
be available to him or his dependents.

At -the time of its enactment,:this
law applied to most of the Amish, who
have traditionally been self-employed
ags farmers. Due to a variety of
changes and economic problems in our
socfety, that is no longer the case.
Many of the Amish cannot afford to
purchase their own farms and, conse-
quently, now work for other Amish
farmers.

In a 1982 Supreme Court Decision,
the United States versus Lee, it was
ruled that Lee, an Amish farmer and
carpenter, must pay Social Security
taxes on several other Amish men who
worked for him because they were not
included under the narrowly defined
exemption in the current law, Shortly
after that decision, Congressman
ScruLzE and I introduced legislation
to extend the Social Security exemp-
tion to these individuals. Once again, 1
am proposing an exemption for this
clearly limited group of people who,
due to circumstances beyond - their
control, have been forced into the situ-
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fe0d,

‘ation of working: for ot.hers. It wotild

apply only when both the: employer
and t.he employee are Amisgh.™

This small, well-defined group - of
people are not opposed to all taxes,
only those which apply to inclusion in
insurance programs. In addition, this
bill would not encourage people to
become a member of a certain sect to
avoid paying S8ocial Security. taxes.

‘With. a total population of almost
90,000, the Amish have very few .con-

verts and few people leave the Amish
community. Those who do aré no
longer- exempt fromn Soclal Security
provisions.

- It I8 estimated that this exempuoni

would apply to 8,000 workers who, ‘'on
the average, might earn $7,000 a year

" in addition to payments in the form of

pigs, chickens, vegetables, and other
products of the land. Clearly, the
scope of this exemption is limited. It
would have minimal impact on the
revenues of the Soclal Security trust
funds. The cost of accommodating the
beliefs of these unquestionably sincere

religious sects is miniscule compared’

to the religious compromise forced
upon them by requiring their partici-
pation in the Social Securlty system.o

. By Mr. DODD (for himself, Mr,
CHAFEE, Mr. HoLLINGs, Mr.
" 8IMON, Mr. Sawromn, Ms. Mi-
KULSKI, Mr. HARKIN, Mr. REmD,
Mr. MATSUNAGA, Mr, MITCHELL,

Mr. PrLi, Mr. BraAbLxYy, Mr.
BURDICE, Mr. MOYNTHAN, Mr.

‘DeConciNi, Mr. RrecLe, Mr.
ApAaMS, Mr, LAUTENBERG, Mr.
KINN‘EDY, Mr. Dascaie, Mr.
‘WEICKER, and Mr. BINGAMAN);
8. 1885. A bill to provide for a Feder-
al program for the improvement of
child care, and for other purposes; to
the Committee on Labor and Human
Resources.
ACT FOR BETTER CHILD CARE SFERVICES
Mr. DODD. Mr. President, today,
the Senate takes a step toward ad-
dressing the skyrocketing demand for
quality, affordable child care in this
country. As chairman of the subcom-
mittee on Children, Families, Drugs,
and Alcoholism, I am very pleased to
introduce a major child care initiative,
the Act for Better Child Care Services
of 1987. I am joined in this effort by
my distinguished colleague from
Rhode Island, and by other distin-
guished colleagues including Senators
CRANSTON, HOLLINGS, SIMON, SANFORD,

MIKULSKI, HARKIN, REID, MATSUNAGA, .

MirtcHELL, PrLL, BRADLEY, BURDICK,
MoYNIHAN, DECORCINI, RIEGLE, ADAMS,
LAUTENBERG, KenNNEDY, DASCHLE,
WEICKER, and BincaMak. Identical leg-
islation is also being introduced today
in the House of Representatives by
Congressmen KILDEE, Snowr, Haw-
KINS, and others.

Child care was the very ﬂrst topic
addressed by the Senate Children’s
Caucus which Senator ARLENR SPECTER
and I set up in 1983. At that hearing 4
years ago, we learned that somewhere
between 5 to 15 .million elementary
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school ‘children gre-latchkey ‘¢hildren®:
they lack adult supervision ' after

school because their parents - must
work, That estimate did not include

"the millions of. preschool age children

with parents in the labor force who
need child care services.

Since that first hearing, -we have
continued to see a " skyrocketing
demand for quality, affordable child:
care. Thirty years ago, men made up
70 percent of the work force. Today,

-close to 70 percent of all mothers with'

school-age children’ work- outside . of.
thehome.Sodoclosetohalfofall
mothers with infant under 1 year old.
And | pereent of all women in the

" work force are expected to have chil-

dren at some point during their work-
ing careers. So, thedema.ndforchild
care is inescapable. .

" There are three buz words that best
capture the child care pictiure in this
country. They are “available, afford-
able, and quality.” Let's'take available
first. Half of all the towns in my State
of Connecticut lack any formal after-
school care programs. In New York
City, close to 70,000 infants and tod-
dlers need child care while their par-
ents work. Yet there are only 5,000
spaces for children under the age of 2
in all the lcensed public and private
child’ care programs in the -city. So,
only 7 percent of the youngest chil-
dren in New. York City are in child
care that meets government standards.’
And going clear across the country to

-the city of Seattle, we ﬁndsmoelnli-

censed programs for only 1 out of
every 3 children who need them. . -

The statistics on affordable child
care are no better. In Boston, the aver-
age weekly cost for family day care is
$115. In Dallag, that cost is $60 a week.
And in Denver, it is $75. And across
the country, the cost of center or in-
home child care can be even higher.
When you average it all out, the aver-
age cost of full time child care for just
one child is $3,000 a year.

We have to keep in mind the average
income of American mothers and fa-
thers ‘'when looking at these cost fig-
ures. In 1983, the average earnings of
a female worker was only $12,758.
That makes paying $3,000 a year for
one child’s care is one-quarter of the
average mother’s income. And we must
keep in mind that 2 out of every 3
women who work are either the sole
support for their families or have hus-
bands who earn less than $15,000 a
year.

Last but not least, we get to the
issue of quality.

One of the best ways to assure qual-
ity child care is by attracting and re-
taining trained staff. Yet the incred-
ibly low salaries of the vast majority
of women who are child care workers
make the turnover In this profession
one of the highest in the country; 80
percent of all family day care workers
earn less than the minimum wage.
And, 75 percent of all child care work-
ers, including those who work in cen-
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.would .be required to act on the peti-
tion within 120 days of its filing. This
"will ensure that the. CPSC will focus
on.a potentinl safety matter in a
timely, responsible matter.

In addition, the bill requires that the
CPSC defer to a voluntary standard
pursuant to section 9 of the Consumer
Product SBafety Act only where the
standard actually exists. This ghould

preclude even the appearance that the

CPSC is to defer to a mere hope or
promise that an industry will take
" some. action. - Also, the bill requires
that interested persons. have the op-
portunity to comment on a voluntary
standard before the CPSC defer to it.
* Finally, the ‘bill provides that the
CPSC establish a system to monitor
compliance with the voluntary stand-
ards which are used by industry, to
enstthre that these sta.ndards are being
me .
- TIME Lmnnons ON RULES

Thls legislation also would require
the CPSC to conclude any rulemaking
prowedlngwithlnlyearafteritls
begun by the publication of an ad-
vance notice of proposed rulemaking.
In those circumstances where the
CPSC requires more time to develop a
rule—for example, because of complex
subject matter—the bill permits a 6-
month extension. Testimony produced

at the Consumer Subcommittee hear--

Ing suggrested that some rulemakings
take as long as 3 or 4 years to be com-

pleted. This provision will ensure that

the CPSC  will act expeditiously  to
conclude. 'lts-forma.l rulema.king proc_-
€s8. :

ALL-TERRATN me

The bill.contains a provision rezard .

ing " all-terrain -vehicles. At the Con-
sumer Subcommittee’s hearing, testi-
mony was presented which, in my
opinion, demonstrated a lack of re-
sponsibility on the part of the manu-
facturers of all-terrain vehicles. These
vehicles are reportedly associated with
20 deaths and 7,000 injuries each
month, and yet little action has been
forthcoming to address these statis-
tics. No voluntary standard is in place
for ATV’s. :

Though the CPSC has not acted as
expeditiously as I believe the situation
demanded, last December the CPSC
did vote to bring an action under sec-
tion 12 of the Consumer Product
Safety Act alleging that all-terrain ve-
hicles are an “imminent hazard.” As
permitted by that act, and because the
CPSC felt that the expertise of more
experienced litigators was desirable,
the CPSC requested that the Depart-
ment of Justice represent the CPSC in
this action. That request was made in
February of this year, and to date the
Department of Justice has not acted
on the request. Not only has the De-
partment not yet filed the action; the
Department has not even notified its
client, the CPSC, that it intends to
bring the action. This foot-dragging
has gone on long enough.

This bill would require that the
CPSC move forward immediately to
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protect the publk'r m.fety with respect

.to ATV’s. Negotiations are permitted
.for a maximum of 60 days. However, if -

the Commission determines after the
commencement of negotiations that
such negotiations will not produce an
expeditious and effective means of re-
ducing the incidence of injury.and

death associated with ATV’s, it may’

file suit before the end of the 60-day
period.. .

TN Wi

Py the negotlations are suewssfu],

and the legislation sets out a blueprint
for matters to be considered during ne-

gotiations, then the equivalent of - a:
“consent. decree” .. would be. filed. -If.
they “are not tmccesstu.l, the CPSC"

must immediately: file. its section 12 -
action, and the court is instructed to’

handle the matter on an-expedited:

basis. In any case, the CPSC is also in-
structed to complete its rulemaking on

ATV's, which was begun in 1985, -

within 1 year after the bill is enacted.
The objective of this provision is.to

achieve the greatest improvement in .
ATV safety in the shortest period of .
time, It is my intention that this legis--

lation send a signal that negotiations

should begin now, right away. The.

CPSC and. manufacturers need not

await the passage of this bfll to start

talking; they should begin now. At

present, America’s consumers are left.
unprotected -and subject . to: turther'

injury.

The parties should ta.ke t.hese nego-‘
tiations seriously and engage-in good-- ~ C
- others would prefer that we ignore the

faith bargaining with .the flexibility

and -fairness that will be ‘nheeded to -
conclude this matter quickly. Let me
assure my colleagues that I view this
matter with great seriousness; if the:

actions required by this bill are not
productive, I will be back with a provi-
slon that will further ensure the
sarety of the public. .
LAWN DARTS- . -

Lawn darts, a game lntended t.o be
played out-of-doors, have been banned
under the Federal Hazardous Sub-

stances Act since 1970. However, under ~

an exemption granted pursuant to
that act, they have been permitted to
be so0ld for adult use. They cannot be
sold in toy stores, and a label must ac-
company the packaging of the darts. .

In April of this year, a tragedy befell
a young girl from California who was
struck in the head and killed by one of
these darts. She was the third report-
ed fatality since 1970 from lawn darts,
though the CPSC indicates that 6,100
injuries from this product have been
reported between 1978 and 1986. A ma-
jority of these injuries involved the
head, face, eye, or ear. Approximately
81 percent of the victims were under
the age of 15. Obviously, the ban on
lawn darts, with its exemption, has not
kept children from using them.

On October 20, 1987, the CPSC pub-
lished an advance notice of proposed
rulemaking regarding actions to be
taken by the CPSC to ensure that
lawn darts do not continue to cause in-
juries. Given the fact that the exemp-
tion has been shown not to have
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‘served -its purpwe. .this bill: 'would: re-
quire the CPS8C_ to amend 1ts-1970 reg-
ulation so -as to extend the ban-on
lawn darts being sold to adults, unless
the CPSC finds they do not present
the  possibility of puncture wound
injury. I commend Senator WiLsox for
his interest and activity in this aresa,
and express my willingness to work
with him a.nd ot.hers to remedy t.his
simatlon. T
o VR KIBCIIMREOUS PROVISIONS . .
-This legisla.thn would also require :
that the: CPSC study indoor air pollu-

tion, "adult sleépwear -flammability, -

TR S

‘andchokingha.mrdsofmallparta~.
conta.inedlntoys.Thesethreeltems,

“are “currently . the -subject  of some
action at the CPSC, and the-legisla-
tlonrequirestheC‘PSCtoreviewlts.
a.ctlvitles and report to the Congress. .
OO!N:LUBIOI

We have, its seems to me, an obliga-
tion to ensure that America’s products
are not only competitive but safe. In
fact, our products cannot be competi:
tive if they are not safe and if our citi--
zens cannot rely on their construction.
The. CPSC. has a vitally important
tunction to perform, and this legisla-

‘tion i8 intended to spur the CPSC on
_toward that goal. Some have called for -

more “punitive” measures with regard
to certain Commissioners at the CPSC; |
others have encouraged that we not

address any issue at the CPSC for fear
of making the situation.worse; still .-

situation at the CPSC. The objective -
of this -legislation is not to “get”
anyone or to target any industry, but .

:to make the CPSC become.a more

vital and . consistent agency. Enact- -
ment- of this legislation would leave
the CPSC more strengthened than it
is. I invite my colleagues who share -

‘my commitment to safety to join me

in cosponsoring the bill.e

By Mr. DECONCINL

8. 1883. A bill to amend the Act enti-
tled “An Act to provide for the regis-
tration and protection of trade-marks
used in commerce, to cartry out the
provisions of certain international con-
ventions, and for other purposes;” to
the Committee on the Judiciary.

TRADEMARK LAW REVISION ACT

¢ Mr. DECONCINI. Mr. President, I
am pleased to introduce the Trade-
mark Law Revision Act of 1987, a bill
to amend the Trademark Act of 1946,
generally referred to as the Lanham
Act. This legisiation is designed to
bring the 41-year-old Lanham Act up
to date with present day business and
commercial practices and realities, to
increase the value of the Federal
trademark registration system for U.S.
companies, to continue the protection
of the public from counterfeit, confu-
slon and deception, and to remove the
current preference for foreign compa-
nies applying to register trademarks in
the United States.

The status of trademark protection
laws is of interest to both consumers
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and producers. Trademark law, which
is part of the larger body of the law of
unfair competition, gives consumers
the assurance that they can identify
brands they prefer and ones they wish
to avoid, and that they can purchase
these brands without being confused
or misled. In addition to protecting
purchasers and the consuming public,
trademarks also protect trademark
owners and prospective trademark
owners. As the late Dr. Stephen P.
Ladas, an internationally renowned
expert of intellectual property law,
stated when he was Chairman of the
International Commission for Indus-
trial Property of the International
Chamber of Commerce: '

Free enterprise rests on trademarks and
trade names. We cannot-have competition if
we do not distinguish the competing goods
and glve the purchaser a chance to choose—
among—them. In protecting trademarks, we
grant a remedy to the owner, but we also
ih!elg. the purchaser from confusion- and

rau

At the same time, trademarks en--

hance the ability of businesses to com-
pete both domestically and interna-
tionally.

TWO years ago. the U.S. Trademark
Association . formed the Trademark
Review Commission to conduct a com-
prehensive review, analysis, and
debate.of the policies and components

of the trademark system. That process -

included an-exhaustive questionnaire
to the trademark.community; exten-

sive study of specific topics by commit- -
tees, and open debate at annual meet- .

.. ings.” The Commission ~-produced: a

. lengthy report of its findings and rec-:-
ommended legislative .changes in the -

trademark system. The bill T am intro-

ducing today.is based. on the Commis-.-
- sion’s:report ‘and: recommendations:. I
am . pleased_to-have the benefit-of -the. .
Commission’s study, which is.the most.
comprehensive ' review' of* the  trade-.
mark system that I am-aware of in the

last half century. I.do recognize, how-

ever, that this bill is & starting point.- -

Some of my colleagues, including my

good- friend and-the- ranking ‘member -

of .the subcommittee;-Senator: Orame

HazcH, - may- -have’: alternative "ap--
proaches to amending the Lanham Act .

to bring it up to date with present day

business pramces andJ; welcame their.

views.

. One of t.he most dgniﬁcantfprovl -
slons in- the bilt:el _am rintroducing
-today.- provides - for. a vdual. system.
‘whereby trademark users can apply to.
‘trademarks and' service-marks -

- register 1

on ‘the basis of* intent-to-use-in'.com-
merce, aswellasactualuaelncom-
merce.

L L SR

74‘\2 e e

Under current U.8.law, t.rademark'

rights are- based -on the actual use of

the mark.- Unlike the practice-in many-

other countries, a company in  the
- United States cannot obtain rights in
2 new -trademark. until -the product

plans have .been completed and the.

product.’ has:--been : placed ~on: the

- market. : - Hence; " thei: principle- ““no-.

- t.mde, no trademark.”- Amerlgan cpm-
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panies can expend months or years
and hundreds of thousands of dollars
in developing a new product only to
discover that another company has al-
ready used the same trademark. Even
more disturbing is the fact that for-
eign companies applying to register
trademarks in the United States are
not subject to these same use require-
ments that apply to U.S. applicants.
This discriminating aspect of the
Lanham Act has resulted in the com-
mercially transparent practice of
“token use,” in which the first sale is
generally of a less than commercial
quantity of the product, often one-
case shipment or even as little as a
single unit.

The  proposed legislation provides
for a dusal system -of filing, whereby
the applicant for trademark registra-
tion can file in one of two ways, either
by using the Lanham Act’s existing

-use provision or by using the new

“intent-to-use” provision. Applicants
will also be subject to a more stringent
definition of use in commerce, which
will help to eliminate the practice of
“token use.” At the same time, appli-
cants will receive the benefit of “con-
structive use” establishing nationwise
priority from the date of filing. In ad-
dition, both domestic and foreign ap-
plicants not applying for registration
on the basis of use in commerce, will
have. to state a bona fide intention to
use the mark in commerce on or.in
connection with all the goods or serv-

ices recited in their applications. An
intent to use applicant would have a.

period; of. 8 months -to. commence use

of.the mark in commerce after it had .
cleared-the Patent and Trademark Of--

fice's- preregistration: “The

procedures,
~@-month. period can be extended for-

additional periods of 68 months each

for no more than 4 years by the filing-
“of _verified . statements. of . continued.
bona. fide lntention to use_ t.he mark in-.

commerce.. ' e
Bra.uowins applicants to. me bwed
on an intent to use the mark in com-
merce;’ the new- legislation -will save
time, money and effort manufacturers
must expend to market a new product.
It will also eliminate the inefficient

practice of “token use” which ha.s cre-A

‘ated legal uncertainty.. .- -

~The bill also addresses the problem
oI ‘deadwood—the - volume ‘of -aban-
doned or inactive marks on the Patent
and- Trademark: Office Register.. In
order to reduce the deadwood, the bill

‘proposes a.stronger definition of “use~
- in-commerce” -and a reduction of.the
term of :registration. from 20.to-10
.years. The renewal -fee would also be
‘reduced’ along with the reduction- of -

the registration term.- In an analysis of
marks registered from 1968 to 1985,

"the Commission found that of the

active registrations over 6 years old, 23
percent .were. deadwood, and. that ap~
proximately 58 percent of these would
be removed sooner than would other-

wise be the case by reducing: theregis»:

trat.lon term to 10 years.

“No. 1333 (May 14,1946

S 16547

In addition, the legislation strength-
ens section 43(a) of the act by express-
1y adopting a series of court decisions
holding that the remedies available to
owners of federally registered marks
are available under section 43(a), that
the tarnishment and disparagement of
trademarks is actionable, and that
false advertising statements about a
competitor’s product are unlawful.

The bill also adds a Federal dilution
section to the act. Currently 23 States
have dilution statutes. The new sec-
tion provides greater protection of
famous registered trademarks from
unauthorized uses which lessen the
distinctiveness and thus the commer-
cial value of a mark. For example, a
recent U.S. district court decision
stated that the unauthorized use of
marks like Buick for aspirin, Schlitz
for varnish, Kodak for pianos, and
Bulova for gowns would constitute di-
lution of these marks.

The bill also revises the incontest-

_ability provisions of the act in order to

remove ambiguities and it provides for
equitable defenses. In addition, it in-
cludes a2 provision relating to security
interests in trademarks and modern-
izes the definitions contained in the
Mr. President, as chairman of the

* Subcommittee on Patents, Copyrights

and Trademarks, I am concerned with

updating and improving the laws and

regulations which govern the use of

. trademarks and with making the laws

more efficient and more useful to both
producers. and . consumers.. . We must
ensure that the trademark-1law contin-
ues to fulfill the statutory objectives -
which wereé outlined in Senate Report .
+ The purposes
statutes is two fold..One is to protect - the
puhﬂcsoitmaybeconﬂd:ntﬂmt,mpur:
chasing & ‘product ' bearing - a - particular -
trademark which it favorably knowa. it will

: gettheproductwhlchltnakatormdmts
't.oget.seeonmyvheretheawwoin'

trademark - has. spent . energy, - time ‘and -
money in presenting to the public the prod-
mt.helxprot.eetedlnthlslnvutmanttrom
misappropristion: by -pirates : and -cheats.

. This is the well-established rule of law pro- -~

t.ect.insbot.hthepubucmdthctndemnrk

© owner.

- These purposes- were—rea.tﬂrmed by
the Supreme Court in its 1985 Park’N
FlyvermDona.:Pa.rkmdFly. Inc..
decision. The Court- stated that the.

_reason.the Lanham' Act nationally pro-- .

tects trademarks is.“to.secure to the

.ownerorthemn.rkthezoodwﬂlolhis .

business and to protect.the ability of -
consumers to. distinguish among com-

“fost.er‘competitlon and the mainte-

‘nance of—product—quality.”

Mr, President.,lurgemycoileaéues .
to join me in ensuring that,U.8. trade- .

“mark law continues to. adequately pro-

. tect one of the most valuable asets of

+ American business and the interests of.
consumers who rely on - t.radema.rks

" underlying. any trademark -



S 16548
. when maklng t.heir purchasing ‘deci- -

- slons.

Mr. President.. T ask una.nimous con- .
sent that the text'of the.bill and the .

‘gsection by section analysis be printed
‘at this pointinthe RECORD. . °

There being no objection, the mate-
rialwasorderedtobeprlntedmthe
Rnconn.asfollows.

. 8.1883 . - ’

BeuenactedbytheSeuateandHouseqf
‘Representatlives aof the United States of
America in. Congress assembled, That this
Actmnybeciteduthe 'Trademarkmw
Revision Act of 1987,

Slc.z.ForpurpwesofthisAct.theAct
entitled “An Act to provide for the registra-

" . tion and protection of ‘trade-marks used in

commerce, to carry out the provisions of
certain international conventions, and for

other purposes” ahn.llbereferredt.oa.st.he"

“Trademark Act of 1846”, - -
. 8ec. 8. Sect.lonloftheITademarkActof
1946 (15 0.8.C. 1051) is amended by— ' .
" (1) inserting a section heading before sec-
tion 1,t0 read as follows: .
"‘mmmmammronmmn
* TRADEMARKS ON THE PRINCIPAL REGISTER";

(2) striking out “may register his” and in-
se.rt{hxll:tnueuthereof ‘mayapplytoregis—
ter his"; -

Lt redeslgmttngparasrapha (1), (2), and
(3) 'of subsection (a) as subparagraphs (A),
(B), and (C), respectively; -

4) subsections (a), b)), a.nd

{re) upamgraphl 1), (2) and (3) respective-

(¢.3] insert.lns “(u.)" after Sncnon 1.”

(6) striking out “actually” in subpam-
graph (C), as redesignated herein; and - :

) addlng at the end t.hereof the follow-

“b) A person who ha.s a bom. fide inten- ..

t.lontouselt.mdema.rklneommerce‘may
apply to register the trademark under this
Acte%_ntheprlndpa.lreeisterherebyeetab-
. ligh

“(1) By filing in the Patent.and Trade-
mark Office— -

‘‘(A) a written application, ln such form es
may be prescribed by the Commissioner,
verified by the applicant, or by a member of
the firm or an officer of the corporation or
association applying, specifying applicant’s
domicile and citizenship, applicant’s bona
fide intention to use the mark In commerce,
the goods in connection with which the ap-
plicant has a bona fide intention to use the

mark and the mode or manner in which the’

mark is intended to be used in connection
with such goods, and including a statement
to the effect that the person making the
verification believes himself, or the firm,
corporation, or association In whose behalf
he makes the verification, is entitled to use
the mark in commerce, and that no other
person, firm, corporation, or association, to
the best of his knowledge and belief, has the
right to use such mark in commerce either
in the identical form thereof or in such near
resemblance thereto as to be likely, when
applied to the goods of such other person,
to cause confusion, or to cause mistake, or
to deceive: Provided, That in the case of
every application seeking concurrent use
the applicant shall state exceptions to his
claim of exclusive use, in which he shall
- specify, to the extent of his knowledge, any
use by others, the goods in connection with
which and the areas in which such use
exists, the perlods of such use, and the
goods and area for which the applicant has
a bona fide intention to use the mark in
commerce and desires registration. However,
with the exception of applications filed pur-
suant to section 44 of this Act, no mark
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xhal]beregisteredunt.ﬂ&heappuamthas of;markbyaperson.whlchuaeﬁseon

hereof; and

-"(2)Bypaymglnt.hePatentanddee-
mark Office the filing fee. ' +: -~ "o
“(3) By complying with such rules or regu-
lations, not inconsistent with law, as may. be
prescribed by the Commissioner. -
“(c) At any time during examination of an

application filed under subsection (b), an :

applicant who has made use of the mark In

commerce .may clalm the benefits. thereot

for purposes of this Act, by amending his
application to bring it into conformity wi(.h

_ the requirements of-subsection (a).”. e

Snc.LSect.ionzoftheTra.dema:kAct f
1948 (U.8.C.'10562) is amended—' :
- (1) by amendj,ns :ubsectlon (d) to md as

core

' follows:

s (d) Conxist.s of or eomprtsea 2 m

pending application, or a mark or t.ra.de
name previously used in the United States .
by another and not abandoned, as to be .
likely, when applied to the goods.of the ap-

* plicant, to cause confusion, or to cause mis-.

take, or to deceive: Provided, That when the
Commissioner. determines that . confusion,

mistake, or deception i8 not likely to result
from the use by more than one person of -

“(B) a drawing of the mark. ~ ~* ' .

registration of the mark in respect to-the
naturemdqm.utyofthe goods or services,
shall lnuretothe beneﬂt. ot t.he registrant,

- or applicant.”) * .~

8kec. 8. SBectlon’ G(b) of the 'I‘radema.rk Act
“of 1946 (15 U.8.C. 1056(b)) is amended by
.striking out “(d)” and lnsertlnz In leu
thereof “(e)”. :.. -

SmO.Section'lofthedeemn.rkActof

' 1946 (16 U.8.C. 1057) is amended by— - ... - -

(1) a.mendlnz xubsectlon (b) t.o rea.d as fol-

g “(bY-A Gertificite of registration of & mark

‘upon the principal regist.er provided by this
Actahallbeprlmafacieevidenceoft.hevn-
" lidity of the registered mark-and of the reg-
‘istration ‘thereof,.of thie registrant’'s owner-

ship of the mark,;and of the registrant’s ex-" -

cluxlve risht to use the registered mark in
‘or in" connection with’ the
" goods or serviees specified in the certificate,
subject to my condit.lons or limitations
stated therein.”;

(D). redeslsna.ung nubaectiona (c) (d) (e)
(f) and (g) a3 subsections (d), (e) (f) (g)

and (h), respectively; and

(3 inserting between . subsectlon (b) a.nd
subsection (d). a8 redmigna.bed hereln. the
following: ~

~“(e) Cont.lngent. on the retlstratlon of a

“istered after July 5, 1947. Use priortothe

the same or similar marks under conditions mark on the principal register established
and- limitations as to the mode or place of herein, the filing of the application to regis-

use of the marks or the goodsin connection .ter such mark shallconstitute constructive -

with which such marks are-used; concurrent ,use of the mark, conferring & right of priori-
registrauommaybehsuedtosmhpemm ty.natlonwldelneﬂect.,onormconnecuon
when they have become entitled to use such with the goods or services specified in the
marks prior to (1) the earliest of the filing registration against any other person except
dates of the applications pending or of any for a-person whose mark has not been aba.n
registration -issued -under this Act; or (2) doned and, who prlort.osucb ﬁung—»-f
July 5, 1947, in the case of registrations pre- .. “(1) has used the mark; . RSRE

viously issued under the Act.of March 3, --*(2) has filed an appllcat.ion to reelster

1881, or February 20, 1905, and.continuing the mark on the principal register and ‘that

m!ullfomeandeneet.ont.hatdat.e.or(m application is-pending or has resulted in reg-
July 6, 1847, in the case of applications filed .istration o!t.hemarkonthepﬂncipa.lrecia-
under the Act of February 20, 18085, andreg ter;or © '

" “(3) has filed & !oreisn l.ppllca.t.lon to reg
filing date of any pending application or & ister the mark on the basis of which he has
registration shsll not be required when the gequired a right of priority by the timely
owner of such application or registration filing under section 44(d) of an application
consents to the grant of a concurrent regis- to register the mark on the principal regis-

‘tration to the applicant. Concurrent regis- .ter and that application is pending or has
‘trations may also be issued by the Commis- regyited in registration of the mark on the

sioner when a court of competent jurisdic- principal register.”.
tion has finally determined that more than = ggc 10, Section 8(2) of the Trademark Act

one person Is entitled to use the same or
similar marks in commerce. In issuing con-
current registrations, the Commissioner
shall prescribe conditions and limitations as
to the mode or place of use of the mark or
the goods in connection with which such
mark is registered to the respective per-
sons;”; and

(2) in subsection (f) by striking out “five
years” through the end of the subsection
and inserting in lleu thereof “five- years
next preceding an offer of proof by the ap-
plicant.”.

8xc. 5. Section 3 of the Trademark Act of
1946 (15 U.S.C. 1053) i8 amended by—

(1) striking out ‘“‘used in commerce” in the
first sentence; and

(2) striking out the second sentence.

Sec. 6. Section 4 of the Trademark Act of
1846 (15 U.S.C. 1054) is amended by—

(1) striking out “origin used in com-
merce,” and inserting in lieu thereof
“origin,:

(2) striking out “‘except when” in the first
sentence and inserting in lleu thereof
“except in the case of certification marks
when”’; and

(3) striking out the second sentence.

8Ec. 7. Section 5 of the Trademark Act of
1846 (15 U.S.C. 1055) is amended by adding
at the end thereof the following: “‘First use

of 1946 (15 U.S.C. 1058a) {8 amended by—

(1) striking out “twenty” and inserting in
lieu thereof “ten”; and

(2) striking out “showing that said mark-is
in use in commerce or showing that its” and
inserting in lieu thereof “setting forth those
goods or services recited in the registration
on or in connection with which the mark is
in use in commerce and having attached
‘thereto a specimen or facsimile showing cur-
rent use of the mark, or showing that any”.

Sec. 11. Section %(a) of the Trademark Act
of 19468 (156 U.S.C. 105%a)) is amended by
striking out “twenty” and inserting in lieu
thereof “ten”. .

Sec. 12. Section 10 of the Trademark Act

. of 1946 (15 U.S.C. 1060) is amended to read

as follows:

““ASSIGNMENT AND GRANT OF SECURITY
INTEREST

“Sec. 10. (a) A registered mark or a mark
for which application to register has been
filed shall be assignable with the goodwill of
the business In which the mark is used, or
with that part of the goodwill of the busi-
ness connected with the use of and symbol-
ized by the mark. However, no application
to register a mark under section 1(b) shall
be assignable prior to the filing of the veri-
fied statement of use under section 13(bX2),

. met the requlrements of section 18(b)(2) ‘trolled by. the registrant or applicant for- :

B

L,
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except to a successor to the business of the
applicant, or portion thereof, to which the
mark pertains,

“(bX1) A security interest in a registered
mark or a mark for which application to
register has been filed may be obtained and
will be superior to any interest subsequently
granted to a third party, provided—

“(A) the party granted the security inter-
est obtains a security interest in the good-
will of the business in which the mark is
used, or with that part of the goodwill of
the business connected with the use of and
symbolized by the mark;

‘(B) the mark is not subject to a valid,
prior perfected security interest; and

*“(C) notice of such interest is filed in the
Patent and Trademark Office within ten
days after being granted.

*(2) A party granted a security interest in
a registered mark or a mark for which appli-
cation to register has been filed may, after
default by the party granting the security
interest, require the debtor to assign the
mark to—

“(A) a transferee who is also being as-

signed that part of the goodwill of the busi-

ness connected with the use of and symbol-
ized by the mark; or . -

“(B) the party holding the security inter-
est, even though such party does not pres-
ently engage in the business to which the
mark relates, provided that the secured
party either subsequently engages in the

business to which the mark relates or holds

the mark only for the purpose of subse-

quently transferring the mark along with

the goodwill associated with the mark and

that such subsequent transfer occurs prlor
to dissipation. of the goodwill

‘“(3)Aaecurlt.ylnt.erwtlnamarkobtained-

pursuant to this section will extend to the
consideration received upon :the -sale, .ex-
change, collection or other disposition of
the mark for ten days after receipt of the
consideration: by: the transferor and will

~ then lapse unless:a financing statement or..

other document is ﬂled as requlred by a.p-
propriate State law. - Heor
“(¢) In any aaslgmnant of or zra.nt. of a se-

-curity interest in a'mark it shall not be nec-
- essary to include the goodwill of the busi-

ness connected with the use of and symbol-
ized by any other mark used in the business
or by the name or atyle under which t.he
business is conducted. .

- “(d) Assignments a.nd grnnt.s of securlty
interest shall be by instruments in writing
duly .executed. Acknowledgment shall be
prima facie evidence of the execution of an
assignment or a grant of a security interest
and when recorded in the Patent and Trade-
mark Office the record shall be prima facle °
evidence of execution. An assignment of or
grant of a security interest in a mark shall
be void as against any subsequent purchaser
or other entity being granted an interest for

- a valuable .consideration .without- notice, -
- unless recorded in’the Patent:and: Trade-..
" mark Office within. three months after the

date thereof or: prior. to. such-subsequent
purchase In the case of an assignment, or

. within ten days after-the grant- -of-any secu-”
.- rity Interest. .pax ‘vt e R KL T T e

“(e) A separate record of documents sub-
mitted for recording under this section shall -
be maintained in-the Patent and Trademark
Office. Such .record shall include any re- -
lease, cancellation, discharge, or satisfaction
relating to-any conveyance or othef instru-
ment affecting title to or any interest in.a -
registered mark or 8 mark for which appli-
cation to register has been filed. . -

“(f) An assignee or holder of & security in-
terest not domiciled in the United States
ahnnbembjecttoandcomplywiththepro-
vlslom otaectton l(d) of thlsAct." T
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8ec. 13. Section 12(a) of the Trademark
Act of 1946 (15 U.S.C. 1062a) is amended by
striking out *“to registration, the” and in-
serting in lieu thereof “to registration, or
would be entitled to registration upon the
acceptance of the statement of use pre-
scribed in section 13(bX2) of this Act, the”.

Sec. 14. Section 13 of the Trademark Act
of 1846 (15 U.S.C. 1063) is amended by—

(1) inserting !(a)”" before “Any person”;
and

(2) adding at the end thereof the follow-

"ib) Unless registration is succeasfully op-
*(1) a mark entitled to registration on the

principal register based on an application
filed under section 1(a) or pursuant to sec-

tion 44, shall be registered in the Patent and -

Trademark Office, and a certificate of regis-
tration issued, and notice of the registration
8hall be published in the Official Gazette of

“the Patent and Trademark Office; or

“(2) a notice of allowance shall be issued
to the applicant if he applied for regisira-
tion under section 1(b). Within six months
following the date of the notice of allow-
ance, the applicant must file in the Patent
and Trademark Office, together with such
number of specimens or facsimiles of the
mark a3 used in commerce as may be re-
quired by the Commissioner and payment of
the prescribed fee, a verified statement that
the mark is in use in commerce and specify-
ing the date of applicant’s first use of the
mark and the date of applicant’s first use of
the mark in commerce, those goods or serv-
ices specified in the notice of allowance on
or in connection with which the mark is
used in commerce and the mode or manner
in which the mark is used in connection
with such goods or services. Subject to ex-

amination and acceptance of the statement -

of use, the mark shall be registered in the
Patent and Trademark Office, and a certifi-
cate of registration issued, for those goods
or services recited in the statement of use
for which the mark is entitled to registra-
tion and riotice of registration shall be pub-'
lished in the Official Gazette of the Patent
and Trademark Office. The notice shall
xpecﬂy the goods ' or services for wmch the
is registered. -

‘ “(A) The time for filing t.he statement of
use shall be extended for an additional six-
month period upon written request of the
applicant prior to expiration of the six-
month period. Such request shall be accom-
panied by a verified statement that the ap-
plicant has a continued bona fide intention
to use the mark in commerce and specifying

those goods or services identified in the -
notice of allowance on or in connection with

which the applicant has & continued bona
fide intention to use the mark in commerce.
Up to six further extensions of six months
each shall be obtained when requested prior
to the expiration of the extended period

and accompanied by a verified statement
- that the applicant hss a continued bona fide
- intention to use the mark in commerce and

specifying those goods or services identified
in the most recent extension for which the

--‘applicant - has a continued bona fide inten- -
“tion to use the mark in commerce. Each re-

quest for an extension shall be accompa.nled
by payment of the prescribed fee.. .
. '«B) The Commissioner shall notify _any
applicant who files a statement of use of the
acceptance or refusal thereof and, if a refus-
al, the reasons therefor. An applicant may
amend his statement of use and may seek
rev!ew by the Commissioner of a final refus-
al

“(C) The failure to umely me a verlﬂed

-stat.anentofuseshallmﬂtinnba.ndon-

ment of the application.”. - ..
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SEec. 15. Section 14(c) of the Trademark
Act of 1946 (156 US.C. 1084(¢c)) is amended
to read as follows:

“(c) at any time if the registered mark be-
comes the generic hame for the goods or
services, or a portion thereof, for whichit is
registered, or has been abandoned, or its
registration was obtained fraudulently or
contrary to the provisions of section 4 or of
subsection (a), (b), or (c) of section 2 for a
registration hereunder, or contrary to simi-
lar prohibitory provisions of such prior Acts
for a registration thereunder, or if the regis-
tered mark is being used by, or with the per-
mission of, the registrant so as to misrepre-
sent the source of the goods or services in
connection with which the mark is used. If
the registered mark becomes the generic
name for less than all of the goods or serv- -
ices for which it is registered, a petition to
cancel the registration for only those goods
or services may be filed. A registered mark
shall not be deemed to be the generic name
of goods or services soley because such mark
is also used as a name of or to identify a
unique product or service. The primary sig-
nificance of the registered mark to the rele-
vant public rather than purchaser motiva-
tion shall be. the test for determining
whether . the registered mark has become
the generic name of goods or services in con-
nection with which it has been used; or”

Sec. 16. Section 15(4) of the Trademark
Act of 1948 (15 U.8.C. 1065(4)) is amended
by striking out “the common descriptive
name” and inserting in lieu thereof “the ge-
neric name”. )

Sxc. 17. Section 18 of the Trademark Act
of 1946 (15 U.S8.C. 1068) is amended by—

(1) striking out “or restrict” and inserting
in lieu thereof “the registration, in whole or
mput.maymodlfythegppuuﬂonorregh-
tration by lmiting the goods or services

. specified therein, may otherwise restrict or

rectity with respect to the register”;

2) st.rikmz out ot" before “may refuse”;
; TR

(3) adding at t.he end t.hereof the follow-
ihg: “However, no final judgment shall be
entered in favor of an applicant. under sec-

‘tion 1(b) who alleges likelihood of confusion

priortothemarkbelng registered.”.
© Sxc. 18. Sectlonnoft.hemdema.rkAct

©of 1646 (16 U.8.C. 1071) is amended—

(1) in subsection (a), by striking out “sec-
tion 21(b)” each place it appears and insert-
ing in lieu thereof “subsection (b)Y’

(2) in subsection (a), by striking out “sec-
tion 21(aX2)’ and inserting in lieu thereof
“'paragraph (2) of this subsection”:

(3) in subsection (aX4), by adding at the-
end thereof the following: ‘‘However, no

final judgment shall be entered in favor of
an applicant under section 1(b) who alleges
likelihood of con!uxlon prior to the mark
being registered.

(4) In subeectlon (b) by striking out. ‘seC-
tion 21(a)’ each place it appears and lmert-
ing in lleu thereof “subsection (8)”; .

1. (8) In subsection (bX1), bdelnxl.tthe
end thereof the following: “However, no
final -judgment shall be entered in favor of .
an applicant under section 1(b) who alleges .
likelihood of confusion prior to the mark
being registered.”; and -

© (8)in mwection (b)(a). by n.mendins the
first sentence of such paragraph to md as
follows:

“(3) In any case where t.here 8 no udverse
party, a.copy.of the complaint shall be
served on- the Commissioner, and, unless
otherwise directed by the court, all the ex-
penses of the proceeding shall be paid by
the party bringing.the case, whether the
ﬁnaldecisionblntavorofswhp-nyor
not.”. " i
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- 8z, 18. Section 23 of the Trademark Act
of 1948 (16 U.8.C. 1091) is amended by—

(1) inserting “(a)” before “In lddldon" in
- the first paragraph;

(2) inserting “(b)” before “Upon t.ho” In
the second paragrap)

(8) inserting “(c)” belore “Por t.he pur-
poses” In the third paragraph;

(4) striking out “paragraphs (a),” in sub-
section (a), as designated herein, and insert-
ing in lieu thereof “subsections (a),”; .

(8) striking out “have been in lawful use
in commerce by the proprietor thereof,
upon” in subsection (a), as designated

‘herein, and inserting in Heu thereof “are in -

“use in commerce by the owner thereof; on”;

(G)Itriklngout“fortheyearprecedlnu
the filing of the .ppueo.tion in subsection
(®), as herein;”

(7) inserting before "saedon 1" in subsec-
tion (a), udeslsnat.edberdn.t.hefollowing:
“subsections (a)and (d) of"; ' -

(8)tdd1naattheendorsubsectéon(c) as
designated herein, the following: “The filing
of an application to register & mark on the
supplemental register, or registration of a
~mark thereon, shall not constitute an admis-
sion that the mark is not eligible for regis-

tration on the principal registerestablhhed~

herein.”; and

(B)striklnzoutthelastpmapn .

Src. 20. Bection 24 of the Trademark Act
of 1946 (15 UB.C. 1092) is amended by— .

(1) striking out “was not entitled to regis-
terthemarkn.ttheﬂmeofhls:pplieatlon
for registration thereof,” and inserting in
Heu thereof “is not entitled to registra-
tion,"”; and

(2) by adding at the end t.hereof the l'ol-
lowing: “However, no final judgment shall
be entered in favor of an applicant under
section 1(b) who alleges likelihood of confu-
sion prior to the mark being registered.”.

Sec. 21, Section 28 of the Trademark Act
of 1946 (15 U.B.C. 1084) Is amended by—

(1) inserting *1(b),” after “sections”; and

(2) Inserting “7(c),” after “7(b)",

Sec. 22. 8ection 30 of the Trademark Act
of 1946 (15 U.8.C. 1112) i3 amended by strik-
ing out “goods and services upon or in con-
nection with which he is actually using the
mark” and inserting in leu thereof “goods
or services on or in connection with which
he is using or he has a bona fide intention
to use the mark in commerce”.

8rc. 23. Section 33(a) of the Trademark
Act of 1946 (15 U.8.C. 1115(a)) is amended
by—

(1) inserting “the validity of the registered
mark and of the registration thereof, of the
registrant’s ownership of the mark, and of
the” after “prima facie evidence of™;

(2) inserting “or in connection with” after
“in commerce on”; and

(3) inserting “, including those set forth in
subsection (b),” after “‘or defect”. .

8pc. 24. Section 33(b) of the Trademark
Act of 1946 (156 U.B.C. 1115(b)) is amended
by—

(1) amending the matter in subsection (b)
before paragraph (1) to read as follows:

“(b) To the extent that the right to use
the registered mark has become incontest-
able under section 15, the registration shall
be conclusive evidence of the validity of the

mark and of the registration
thereof, of the registrant’s ownership of the
mark, and of the registrant’s exclusive right
to use the registered mark in commerce.
Such conclusive evidence shall relate to the
exclusive right to use the mark on or in con-
nection with the goods or services specified
in the affidavit filed under the provisions of
section 15 or, if fewer in number, the renew-
al application filed under the provisions of
section 8 hereof, subject to any conditions
or limitations in the registration or in such
affidavit or renewal application. S8uch con-
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‘clusive evidence of the right to use the reg-

istered mark shall be subject to proof of in-
{ringement as-defined in ‘section 32, and
shall be subject to the followlns defamesor
defects:”; and
. (2):ddlngattheendofthemhsecdon.
the following: -
“In addition, equit.a.ble prindpleu. including
laches, estoppel, and acquiescence, where
applicable, may be considered and applied.”.

8rc, %.SectlonS&oftheTndemarkAct
of 1846 (15 US.C. 1116) is a.mmded—

(1) in subsection (a) by—

-(A) striking out “of the registrant- of e
mark registered in the Patent and-Trade-

mark - Office” mdlmertlnxtnueuthereof-

“protected under this Act”; and
mgz)mmmumemdmmfmefonw

“However, no final judgment shall be en-

tered in favor of an applicant under section
1(b) who alleges likelihood of confusion
prior to the mark being registered.”; and -

(2) in subsection (¢) by striking out “pro-
ceeding arising” and inserting in lieu there-
of “proceeding involving & mark registered”.

8xc. 26. Section 35(a) of the Trademark
Act of 1846 (156 US.C. 1117(a)) {8 amended
by striking out “of the registrant of a mark
registered in the Patent and Trademark
Office” and inserting in lieu thereof “pro-
tected under this Act”,

8zc. 27. Section 36 of the Trademark Act
of 1846 (15 US.C. 1118) is amended by—

(1) striking out “of the registrant of &
mark registered in the Patent and Trade-
mark Office” and inserting in lieu thereof
“protected under this Act”; and - - .

{(2) striking out “registered mark” and in-
serting in lieu thereof “mark’.

. Bxc. 28, Bection 43(a) of the Trademark
Act of 1946 (15 U.8.C 1125(a)) h amendedto
read as follows:

“(aX1) Any person who uses In eommerce
on or in connection with any goods or serv-
ices, or any container for goods, any word,
term, name, symbol, or device or any combi-
nation thereof, or who shall engage in any
act, trade practice, ar course of conduct,
which—

“(A) 18 lkely to cause confusion, or to
cause mistake, or to decelve as to the affili-
ation, connection, or association of such
person with another, or to the origin, spon-
sorship, or approval of his goods, services, or
commercial activities by another; or

“(B) by use of a false designation of origin
or of a false or misleading description or
represgentation, or by omissfon of material
information, misrepresents the nature,
characteristics, or qualities of his or another
person's goods, services, commercial activi-
ties or their geographic origin; or

‘“C) Is likely to disparage or tarnish =a
mark used by another;

shall be liable in a civil action by any person
who believes that he is or is likely to be
damaged in his business or profession by
guch action.

“C2) The relief provided in this subsection
shall be in addition to and shall not affect
those remedies otherwise available under
this Act, under common law, or pursuant to
any statute of the United States: Provided,
That nothing in this subsection shall be
construed so as to preempt the jurisdiction
of any State to grant relief In cases of
unfair competition.”.

Sec. 29. Section 43 of the Trademark Act
of 1846 (15 U.8.C. 1125) is amended by
adding at the end thereof the following new
subsection:

“(cX1) The owner of a famous mark regls-
tered under the Act of March 3, 1881, or the
Act of February 20, 1905, or on the principal
register established herein shall be entitled,
subject to the principles of equity, to an in-
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“junction against: another- person’s use-'in .

commerce of a mark, commencing after the
registrant’s mark becomes famous,- which
causes dilution of the distinctive quelity of
the registrant’s ‘mark, and to obtain such

“other relief as is provided in this subsection.

‘In determining whether s mark is distinc-
tive and famous, & court may consider fac-
tors such as, but not imited to— -

“(A) the degree of lnherent or acqulred
distinctiveness of the mark;
: "(B)thedmuona.ndeantofmeofthe
ma:konorlnoonnecﬂonwiththecoodlor

services;
"‘(C)t.hedunuonandextentof;dverus—'
ing and publicity of the mari; " '

" . (D) the geographical extent of the t.rad

ing area in which the mark is used; - -

“(E) the channels of trade for the toods
or services with which the markis used;. ~ .
-+ *(P) the degree of recognition of the mark
mitsmdmtheotherpemnstn.dlngm
and channels of trade; and :

“(G)thenamren.ndextentofuseof the
same or similar marks by third parties.

“(2) The registrant shall be entitled only
{0 injunctive relief in an action brought
Aunder this subsection, unless the subsequent -

- user willfully intended to trade-on the regis-

trant’s reputation or to cause dilution of the
registrant’s mark. If such willful Intent is
proven, the registrant shall also be entitled
to the remedies set forth in sections 3%(a)
and 36 hereof, subject to the discretion of
the court and the principles of equity.

. “43) Ownership of a valid ‘Tregistration
under the Act of 1881 or the Act-of 1905 or
on the principal register established herein
shall be a complete bar to an action brought
by another person, under the common law
ormwteotasum,aeekimtopmentdl-
lution ‘of the -distinctiveness of a ma.rk,
1abel, or form of advertisernent.”. -
. Sec. 30. Section 44 of the Tndema.rk Act
of 1948 (15 U.S.C. 11268) is amended— -

(1) by striking out “paragraph (b)” each
pmoeittppeanandmaerurmmueumemof
“subsection (b)”;

(2) in subsection (d)(2) by m—[king out
“but use in commerce need not be alleged”
and inserting in lieu thereof “including a
statement that the applicant has a bona
fide iIntention to use the mark in com-
merce”;

(3) in subsection (dX3), by st.rlkmg out
“forelng" and Inserting in lieu thereof *“‘for-

“) in subsection (e) by a.dding at the end
thereof the following: *“The application
must state the applicant’s bona fide inten-
tion to use the mark in commerce, but use
in commerce shall not be required prior to
registration.”; and

(5) in subsection (1), by striking out “para-
graphs (c), (d),” and inserting in Heu thereof
“subsections (c), (d),”.

Sec. 31. Section 45 of the Trademark Act
of 1946 (15 U.8.C. 1127) i8 amended by—

(1) amending the paragraph defining *re-
lated company” to read as follows:

“The term ‘related company’ means any
person whose use of & mark is controlled by
the owner of the mark in respect to the
nature and quality of the goods or services
on or in connection with which the mark is
used.”;

(2) amending the paragraph defining
“trade name” and ‘‘commercial name” to
read as follows:

‘““The terms ‘trade name’ and ‘commercial
name’ mean any name used by a person to
identify his business or vocation.”;

(3) amending the paragraph defining
“trademark” to read as follows:

“The term ‘trademark’ means any word,
name, symbol, or device or any combination
thereof used by a person, or which a person
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has a bona fide intention to use in com-
merce and applies for registration on the
principal register established by this Act, to
identify and distinguish his goods, including
a unique product, from those of others and
to Indicate the source of the goods, even if
that source is unknown.”;

(4) amending the paragraph defining
“‘service mark'" to read as follows:

“The term ‘service mark’ means any word,
name, symbol, or device or any combination
thereof used by a person, or which a person
has a bona fide intention to use in com-
merce and applies for registration on the
principal register established by this Act, to
identify and distinguish the services of one
person, including a unique service, from
those of others and to indicate the source of
the services, even if that source is unknown.
Titles, character names, and other distinc-
tive features of radio or television programs
may be registered as service marks notwith-
standing that they, or the programs, may
advertise the goods of the sponsor.”;

() amending the paragraph
tification mark™ to read as follows:

“The term ‘certification mark’ means any
word, name, symbol, or device or any combi-

“cer-

nation thereof used by a person other than -

its owner, or for which there is a bona fide
intention for such use in commerce through
the filing of an applicption for registration
on the principal register established. by this
Act, to certify regional or other origin, ma-
terial, mode of manufacture, quality, accu-
racy, or other characteristics of such per-
son’s goods or services or-that the work or
labor on the goods or services was per-
formed by membern of a union or other or—

¥'(6) amending the paragraph defining’ ool-
lectlvema.:k"wmd asfollows: -

membership in a tmlun. l.n amocmtion. or.
otherormlmuon.

A7) amending . t.be Da-rlsmph deﬂninz
\f‘mark”-t.oreadufollomamw.s '

“The term ‘mark’ induduanytradﬂmrk.
. service mu-k, collective mark, or cerﬂﬁca-
tion mark."”; :

(8) n.mendinz the ma.tter which a.ppea.rs

% *“Fhe term ‘use in commerce’ mumuaeof
iamxrkmtheordmmcaurnotmda,comr
mensurate with the clrcumstances, and not -
made merely to reserve &

" the goods or their containers or the displays
.anodatedthnrewimormthataaorhbeb
affixed thereto, or if the nature of the

then on documents assoclated with the.
goods or their sale;’and the goods are sold or~

goods makes such . phcemant-hnpmct.lcabls’u mothormpects. thebﬂl’sla.ncmeper-‘
to-use applications

- transported
. ices when 1% is used o displayed in:the sale
-or advertising of services:and the services -
- are: rendered- in. commercey or the services
. are rendered in: more than one State or inv -
thhmdsfordmco:mh'rmdthefpemn
rendering the aarvieeallenmedmeom
merce in connection therewith; -

“A mart sha.u be decmd to’ be ‘nba.n
C (1) when !t.l mohubemdheonunued
withr intent not to resume.. Intent not to
_resume may be inferred from circumstances. |
A,ANonure for two consecutive years shall. be -

ST 1CaXEXe).

'mymmneron-
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prima facle evidence of abandonment. ‘Use’
means use made in the ordinary course of
trade, commensurate with the circum-
stances, and not made merely to reserve &
right in & mark; or

‘(2) when any course of conduct of the
owner, including acts of omission as well as
commission, causes the mark to become the
generic. name for the goods or services or
otherwise to lose its significance as a mark.
Purchaser motivation shall not be a test for
determining abandonment under this sub-
paragraph.

“The term ‘dilution’ means the lessening
of the distinctive quality of a famous mark
through use of the mark by another person,
regardless of the presence or absence of (1)
competition between the users of the mark,
or (2> likelihood of confusion, mistake, or
deception arising from that use.”.

SECTION-BY-SECTION ANALYSIS

SECTION 1

me section identities the bill as the
“Trademark Law Revision Act of 1987,

SECTION 3

Section 2 provides that references in the
bill to the Trademark Act of 1946 are to “An
Act to provide for the registration and pro-
tection of trademarks used in commerce, to
carry out provisions of certain international
conventions and for other purposes”, com-
monly called the Lanham Act. -

SECTION 3 ~

‘The bin amends the Lanham Act to
permit the filing of applications for the reg-
istration of marks on the prinicpal register
on the basis of a bona flde intention to use
the mark in commerce. In distinguishing
those provisions of the bill relating to appli-
‘ cations based.on use from those based on
‘Intent-to-use, the issue of whether a person
- who has not used & mark fn commerce can

N

. -rightfully be called its owner is avoided. In--

keeping with the new definition of use iIn-
commerce set forth In section 31 of the bill,
' the word l.mnny"lsda}eted-tromaecuon
I Tnebﬂlreqrdresapplimnummgonthe
" basis of intent-to-use to state their bona fide -

- intention to use the mark in commerce. By

“bons fide, the bill means anr intention which
is firm, though it may be contingent on the
outcome of an event. The goods or services

specified in the application must be specific

enough to permit those searching the trade-

~".mark records-of the U.S. Patent and Trade-

mark Office to determine the existence of &

conﬂbt.'l‘hebma.homnxwlbed.ﬂorefer-’

ence to the fact that while applications for
registration may be filed on the basis of

" intent-to-use, marks (except for those ap-
~pued!orrezhtntiononthebuhof:for--
or priority date under sec- -

registration
‘tion 44 of the Act) will not be registered
tmtﬂt.beyhsmwumnybeenmedmcom-
merce: .

mitting intent-to-use

‘provisfons ‘relating to applications
‘filed on the basis of use in commerce. For

- example,’ & filing fee and & drawing of the .
‘'mark will be required. In addition, it makes .
allowance for concurrent use applcations .

based on intent-to-use.

- The bill also provides that an applicant
~ flling on the basis of intent-to-use who initi-
ates use of the mark during the time that
. its application for registration is being ex- -
amined by the- Patent and Trademark -

Office may claim the benefits of such use by -

amending its application to conform to tho
-reguirements for a use-based application. -
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SECTION 4

The bill rewrites section 2(d) of the Act to
reflect intent-to-use and to amend the con- |
current use system. It also modifies the sec-
ondary meaning language of the Lanham
Act.

The intent-to-use application system es-
tablished by this bill provides that, subject
to a mark being registered on the principal
register, the filing of an application for reg-
istration on the principal register will con-
stitute nationwide ‘‘constructive use” of the
mark if the mark i3 registered. Therefore,
the bill amends section 2(d) to make clear
that if another person has previously filed
an application to register the same or a con-
fusingly similar mark and that application
is pending before the Patent and Trade-
mark Office, the later applicant should be
denied registration until such time as the
earler-filed application has been disposed.
This practice of suspending lster-filed appli-
cations is consistent with current PTO prac-
tice with respect to use-based applications.
Deleting references to continued and exist-
ing use in the proviso of section 2(d) reflects
the possibllity of concurrent use applica-
tions based on intent-to-use..

The proviso of section 2(d) is also amend-
ed to correct an anomaly in the law which
prohibits the issuance of a concurrent use
registration to a party whose first use of a
mark occurred after the filing date of an-
other's application or registration, even if
the parties enter into an agreement estab-
lishing thelr respective rights. Presently, if
the later applicant did not make use of its
mark prior to another’s application or regis-

.tration, it would be denied registration.

Section 2(f) of the Act presently allows
the Commissioner to accept, as evidence
that a mark -has become distinctive -(Le.,
that it has acquired secondary meaning),

-proof of substantislly, exclusive and contin-

uous use of the mark in commerce by the

‘applicant for the five years next preceding

thadnteofthefﬂtnso!thewpﬂaﬂm'rhe
bil} permits the Commissioner to accept
meh:nolferofproofltthommhnwen
™ used for five consecutive years next preced-
lnsthedn.tethattbeoﬂa‘o!mo!lsmade.

- . SECTIORS .
The bill permits the filing of applica.t.iom

.. .. SECTION 8
Bectfoncma.keat.henmechangutot.he
with respect to collective and certifica- -
marks as are made by section 5 of the
dealing with service marks. In addition, |
section makes a housekeeping change

paraliels,- to emphasize the difference between collec-
‘to the greatest extent possible, the Act's ex- -
i commerce. and: (2) on- serv-"isting -

tive and certification marks, the former of

SECTION T

Thebmpmvldesthn.twhenm'stmota
mark is made by a related company (e.g., &
licensee), that use will inure to the benefit
ofappuuntorredstn.nt.Thhreﬂoctﬂthe
prevailing view of the courts and provision
foritiswrrmtlycont.n!nedinthe'rmde-
ma.rkRuleoaancﬁoefS’lCFR&aa(n)).
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SECTION S : . - - .,
Sectlon 8 contains a conforming a.mend-
ment necessitated by the redesignation of

subsection 7(d) as section e) in secuon 9 of
the bill.

SECTION §

Without understandable reason, the evi-
dentiary language of sections 7(b), 33(a) and
33(b) reads differently and the bill corrects

- this inconsistency by amending each of .
these sect.!ons to read that registration pro- .
- vides “. .. evidence of the validity of the
regi.st.ered mark and of the registration .
. thereof, of the registrant’s ownership of the .
“mark, and of the registrant’s exclusive rlchL
to .use the registered mark in commerce on
or in connection with the goods or services. -
lngl" Sect.lon 9 a.menda sectlon 7(b) a.ccord- .
. y. - . Sl s

- Section 9 a.lso ma.kes provislon for “con-
structive use”. Constructive use is an exsen-
tial- element of an intent-to-use system
which, at the same time, furthers the pur-
poses of the Lanham Act. Constructive use -
fixes an applicant's nationwide priority
rights in a mark, subject to the mark’s regis-
tration on the principal register, as against
any other person except for a person whose

"mark has not been abandoned and who, ..
prior to the applicant filing .its application, .»
used the mark, or filed an application to -
register the mark on the principal register
and that application is pending or has re-
sulted In registration on the principal regis-
ter, or filed a foreign application to register
the mark and acquired a right of priority by
the timely filing of an application for regis-
tration under section 44(q). It applies to ap-
plications based on both use and intent-to-

. Without constructive use, intent-to-use

applicants would be easy targets for plrates
and would be vulnerable to anyone lnlt.iat-»

Ing use of a mark after they had applied for '

registration -but before they had begun to -

- make use of the mark, thereby undermining °

the system’s ability to increase certainty in’
the marketplace. Moreover, it promotes use
of the registration system by offering all ap-
plicants a further incentive to apply and
register their marks and encourages all per-
sons to search the PTO's trademark records
before adopting and investing in new marks.
SECTION 10 .

The bill makes two changes to the Act
that, with the revised definition of use in
commerce set forth in section 31, will help
decrease the amount of abandoned or inac-
tive marks (“deadwood”) on the register.
The first amendment halves the term of
registration from twenty to ten years and
the second requires registrants filing the re-
quired affidavit of use during the sixth year
of the registration term to include a state-
ment paralleling the statement required at
the time of renewal, namely, that the mark
is in use on or in connection with the goods
or servcies specified in the registration. Any
goods or services for which the mark is not
used will be deleted from the registration.
Presently registrants must only state that
the mark is in use on commerce. -

SECTION 11

Consistent with reducing the term of reg-
istration, the bill reduces the term of renew-
al from twenty to ten years. In reducing the
term of renewal, the renewal fee would also
be decreased.

SECTION 12

The bill prohibits the assignment of an
intent-to-use application prior to registra-
tion of the mark unless the application is as-
signed to a successor to the business of the
applicant to which use of the mark pertains.
Permitting assignment of applications
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o before a mark is used would. eonmct with

the principle that a mark may be validly.as--
signed only. with some of the business or
goodwlill attached to use of the mark a.nd
would encourage trafficking in marks.

It also expands the Act to include provi-
sions clarifying the nature of a security in-
terest in a mark (i.e., what rights a secured
party obtains in a debtor’s mark) and the

mechanics for recording and enforcing such-

- interests (i.e., where filings should be made

. and how to effect foreclosure). It provides’

t.lmtasecuritylnterestlnareclsteredmark

-or & mark for which an application for regis-

.tration has been filed can be obtained only .
by filing in the ‘Patent and Trademark

‘Office, -that a security interest-is to be '’
- granted in both-the mark and the goodwill -

accompanying. the mark, and that. the -

holder of a security interest has the right to -
‘foreclose on the mark and the goodwill asso- -

ciatedwiththemnrkandtheﬂghttopro—
wedsfromthesaleofthemrb .

: SECTION 13 .
Sect.lon 13 provides for the examination of

. applications for registration submitted on

the basis of intent-to-use. Intent-to-use ap-

plications are to be fully examined by the:

Patent and Trademark Office before they
are published for opposition. While the ab-
sence of specimens or facsimiles of the mark -
as-used will prevent the PTO from déter-
mining whether the application covers sub-

" Ject matter not constituting a trademerk or

service mark, whether a mark is actually

being used as a mark and whether the mark -

as used differs materlally from the.drawing
-of the mark submitted with the application,
these considerations will not affect exami-
nation of the mark for descriptiveness and
confusing similarity and will be addressed
. when the statement of use provided for in
sectlon 14 of the bill is filed.

SECTION 14

The bul revises section 13 ox the Act t.o re-
ﬂect several aspects of a dual system under

- which applications to register marks on the -

principal register can be based on use or
intent-to-use. The present language of the
section, which specifically relates to oppos-
tions to register, does not require revision
because the procedure whereby a person
may oppose the registration of a mark s the
same. whether the application is based on
use or intent-to-use. Were it different, the
goal of reducing uncertainty before an ap-
plicant invests in commercial use of a mark
would be defeated.

Language specifically rela.ting to the regis-
tration of marks is added to make clear the
procedures that must be followed before &
mark applied for registration on the basis of
intent-to-use will be registered. The bill first
provides that marks, other than those ap-
plied for registration on the basis of intent-
to-use, will be registered if they are not suc-
cessfully opposed. In this respect, it codifies
what presently occurs with respect to all
principal register marks, including those ap-
plied for registration under section 44 of the

.Act. Then it sets forth the requirements

that must be met by applicants who file ap-
plications to register on the principal regis-
ter on the basis of intent-to-use by providing
that if registration of the mark is not suc-
cessfully opposed, a notice of allowance will
be issued to the applicant. Within six
months after the date of this notice of al-
lowance, the applicant must file a verified
statement that the mark is in use tn com-
merce on or in connection with the goods or
services specified in the notice of allowance
and must submit specimens or facsimiles of
the mark as actually used. The elements of
this statement of use, when combined with
the requirements for applying to register,
thus equal the requirements that use-based
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appllca.m.s must meet’ when they origlnally
file their applications.: - .

' -"While the bill does not speclry t.he nature

“of the PTO's examination 6f the statement

“of use, it is intended that this examination

is simply for the purpose of determining

issues that could not have been considered
during the initial examination of the appli-
cation. For example, whether the person
filing the statement of use is the applicant,.
whethier the mark; -as used, corresponds to
the drawing mbmu.ed with the application,
whether theé ‘goods or_services were. identi-

fied in the application’ and not subsequently .

deleted, and whetper the mark, as displayed

.. in the specimens:or facsimiles, functions as
.a mark. If the statement of use is accepted,
_the mark is fegistered and a notice of regis-
tration appears.in the Official Gazette.: This
notice will state-the goods or services for
which the. mark is, registered .because in
. some instances they may differ significantly
from those which were specified when the
mark was published for opposition. If regis-
tration is refused, the applicant would be
‘able to-appeal t.he relusa.l t.o the Comml.s-
sioner. - - :

The bill - a.lso provides tha.t mt.ent,-to-use
applicants will be entitled to up to six ex-
tensions of time, for six months each, to file
the statement of usé. This brings-the total
‘length of time .between issuance of the
notice of allowance and the time when use
must be initiated to four years. Only one re-

- quest ‘for extension may be- obtained at a
time and each must be accompariied by a fee
and a statement that the applicant has a

" continued bona fide intention-to use -the.
mark in commerce on or in connection with
the goods or services recited in the notice of
allowance or the most recent request for ex-
tension. ‘Permitting applicants to .obtain
" only one extension at a time, and requiring
that a fee be paid for each, will deter appli-
cants who do not have a serious, good falth
intention to use a mark from maintaining
their . applications ‘and preventing others
from adopting the mark for use. The failure
to timely file the statement of use will
result in abandonment of the application.

BECTION 18 -

‘The bill revises section 14(c) of the Act in
three respects. Pirst, the term “‘common de-
scriptive name” is replaced by *“generic
name” to reflect current usage of the term
by the courts and in general language.
Second, it provides that a petition to cancel
a registration on the grounds that a regis-
tered mark has become a generic name
should not extend to the entire registration
if the mark has become generic for only
some of the goods for which it is registered.
Third, it makes provision for the cancella-
tion of a service mark if it should become
the generic name of a service.

SECTION 16

A minor change to subsection 15(4) of the
Act is made to reflect use of the term “ge-
neric nam_e" in the Act.

SECTION 17

The bill gives the Trademark Trial and
Appeal Board authority to limit or other-
wise modify the goods or services identified
in a registration or application to avoid like-
lihood of confusion and to determine trade-
mark ownership rights where they are at
variance with the register. This new author-
ity, while seemingly minor, is quite signifi-
cant. With respect to the first, actual prod-
uct descriptions and trade channels are
highly relevant in court proceedings and, as
regards the second, it may obviate the need
to initlate a court proceeding in a matter
that could be easily handled by the Board.
It also gives the Trademark Trial and

Dol
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Appeal Board [flexibility in addressing
intent-to-use applications if testimony about
intended use results in a factual determina-
tion that the goods or services specified in
the application are stated too broadly.

Because rights in a mark are not created
unless and until the mark is used. the bill
stipulates that the Trademark Trial and
Appeal Board should not enter final judg-
ments in favor of intent-to-use applicants al-
leging likelihood of confusion based solely
on their application untfl the mark is regis-
tered. This limitation applies only to likeli-
hood of confusion cases because use would
not affect determinations involving such
issues as descriptiveness or priority.

SECTION 18

Section 18 of the bil provides that the
courts, like the TTAB, should not enter
fina! judgments in Intent-to-use cases iIn-
volving .likelihood of confusion until the
mark is registered, and gives the courts dis-
cretion to refrain from charging the party
bringing an ex parte appeal all the costs of
such a proceeding. The Iatter provision wilk
assure that the PTO seriously considers the
need for incurring certaln expenses in ex
parte cases. .

- moﬂn .' .
The bill eliminates t.he one-yca.r use re-

stitute anr admissfonr that the mark has not
required secondary meaning. S
Eliminating the one-year use requirement
for aplying to register marks on the supple-.
mental regisier wilt have no affect on the.
underlying rights of- the. registrant as use.
oneyea.rwomdnot.xule out.

t:aﬁonbmquked'bobhmmw,\
tion for & maxk ;>r;c . 1t gz i
Section 23 also makes eleut:bnappha--
t.tonaro:therechtnuono.txmnonme
mpplemmtarrem’xterca.nnotbemedonthe

'haveobu&nedteahtnuawfort.heir mu-n.

. e " SECTION 23 . " ‘.Jh‘
. BectIonnm:conformintnmm
u_:entnewsdtstedbyln:en&to-use

TER TN T PR ".,"'

) [sEcTION 23 :
S’ectlonnmn.kesthe evldenua.ry la.nzauze
of section 33(a) consistent with the pro-
posed evidentiary langsuge of sections T(b)
‘and 33(b) of the Act and provides that the~
_emxmmtedde[enssﬁrm.cﬂonfor[n»
fringement of.an incontestabie registration>
are ‘equally -applcable . in “sctiona’ for “in-.
_ Iringement of marks which': hxvenotac—
quired incontestability status. : .

. regis-
2, tration of marks in the U.S. on the basis of
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SECTION 24

This section makes clear that incontest-
ablility does not relieve a registrant from the
burden of proving likelihood of confusion,
conforms the evidentiary language of sec-
tion 33(b» to that contained in sectiens 7(b)
and 33(a). provides that the section incorpo-
rates section L5 limitations by reference and
adds language to the Act stipulating that
the exclusive right to use a mark is subject
to laches, estoppel. acqulescence and other
equitable defenses such as unelean hands.

SECTIOR 25

'I‘he bill extends injunctive relief to ac-
tions brought under section 43(a) of the Act
and stipulates that injunctive relief is not
available to an intent-to-use applieant prior
to registration because he could not assert
priority or likelihood of confusion before he
initinted use. In addition, it relieves court
clerks of the need to give notice to the Com-
missioner of cases uwolving unregistered
marks.

) ) SECTION 26
~ Section 26 makes provision for the recov-
ery of profits. damages and costs in actions
under section 43¢a) Presently, these reme-

.diesa.rea.vaﬂa.hleorﬂyt.oowncr&otreﬂs—

tered marks.
SECTION 27

The bill provides that destruction orders

are also available in section 43(a)actions.
SECTION 28 )

Section 28 of the bilf amends section 43(&)
of the Act to econform to the expanded
scope of protection the courts have given it,.
to make misrepresentations about another’s
goods actionable and to protect trademarks

disparagement and tarnishment. In

against

amending section 43(aX however, there is no -
* intent that the courts should- diseontinue
' giving the sectifon the same innovative inter-
. pretatlen!herhsvezfvenltmmepast.
" While the constitutionality of making tar-

nishment- -and . disparsgement - aetionable

may be tested, it is belleved that. it will be-
. upheld under existing authority: that nei-

ther infringing trademarks nor false adver<
ti.sina&rewtﬂec!.&oﬁmtAmdmentpm—
tection.” ™7

Thehlum:(edﬂumo(acﬂon

I =

~" for dilution of famous marks registered omn
- the principal register. The language of thix
< new sectforr of the Lanham Act i3 highly se-

lective, protectionr only to those

providing
 marks which are both truly distfnctive and

famoix and therefore most likely to be ad-
. versely sffected by dilution: It would aug-
. ment, not preemp?, state diution laws and
" would make & federal registration a com-
plete defense te an action under stase dilu-,
uonl.aw.ByaddlnzthhprovMont.otba
La.nham Act.' protection from-dilution be-;
comes natfonally .

mbﬂ)mmumawbinxfor 'WI

‘a-foveign registration or a foreign priority
> date to state a bona fide intention to use thet

+ mark in commerce: Presently. they need not

make any such staiement. This require-.
ment, in conjunction with making, provision
for an intent-to-use application system, re-
duces the disparity that now exists between
the réquirements U.S. applicants and for-

eign applfcants must meéet fir order to apply
to register their marks.- While this: change’

does not creste parity. because it does not-

require use before registration, the differ-
-ence is not significant as such registrations
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can still be cannceled for abandonment due
to two consecutive years of non-use of the
mark. R

SECTION 3»

Finally. the bil} amends several of the
Lanham Act's definitions and adds a new
paragraph defining “dilution.” By and large.
changes In the Act's existing definitions
modernize and tighten their langnage, make
them more consistent with preferable judi-
cial interpretation and refiect the creation
of an intent-te-use application system.

The definition of related company is
amended to delete the word “legitimately™
as being superfluous (to avoid any inference
that use or control can be Hlegitimate. how-
ever, the word is retained in section 5 of the
Act) and to address confusion about wheth-
er a related company can control the regis-
trant or applicant as to the nature.and qual-
ity of the goods or services. :

Trade name and commercial name are re-
defined to eliminate redundancies and
excess verbiage by relying on the all-encom-
passing definition of “person” the Act sets
forth. There is no intention. however. to
permit the registration of trade and com-
mercial names when they are not used on or
fr connection with goods or services.

In amending the definition of trademark.
service mark, colective mark and certifica-
tion mark ta reflect intent-to-use, the bill
includes specifie reference to the filing of an
application for registration. This avoids
questions of who mlght first have conceived
of amark. - -

The definition of trademark s alsos re-
vised. to.broaden it to reflect contemporary
marketing practices and to clarify a trade-
mark’s function of distinguishing the goods
of one person from those of another. The
revised- definitionr purposefully retains (1)
langunge relating to a trademark’s ability to
indicate source, ¢il) the definitions current
incorposation;” by -implfcatien: of attributes
such as standards of guality. reputatiom and
goodwill, (iiiy the requirement that a trade-
mark -shotid be used “‘on or in connection
with™ goods -and ¢v) the words “symbelk or
device” 3o as not to preclude the registra-
tian of colors. shapes. smells, sounds or con-

 figurations where they function as trade-
markx. :

" The definition of service mark is amended
to refleet intent-to-use and to conform ft to
the revised definition of trademark. Impor-
tantly. the new difinitions of trademark and

. service: mark. are not intended to limit in

any way-the subject: matter which histori-
cally huqualmed as a trademark or service
mark..

The deﬂnluon.s of certlﬂcatlon and collec-
tive marks are revised.only to reflect intent-
to-use and to confornr to the revised defini-
tion of trademark: Restrictive language fs

uniform and’. predictable’. ,_deleted from the definitionr of mark. - -

mdtbepnrpomoflheActaretmhered'
'»byaeﬁhamoﬂminemﬂvdforthemfsr
: t.mthnotm.\..-‘w,wru AL e
1,:*-&.:1“;5’ ?:'mm“ .1 s

Revision of the definition of use irr com-
merce v one’-of the' mest ' far-reaching
amendments contained in. the bill. Proposed

y in thecom.u.t of instituting an intent-to-use

system as & means of eliminating the com-
mercially-transparent paractice of . token
use, the revised deﬂnmon will also have a
mensurable affect on improving the accura-
cy of the register tby permitting the remov-
al of “deadwood™) and determining whether
a persofr has abandoned its rights in a mark.
While the new language will require judicial
interpretation, it specifically contemplates

-commercial use common to & particular -in-

dustry and that rights would not be lost.
absent an intent to abandon. if use ls inter-

_rupted .due to_special ctrcurostances. The

definition also fs revised to relax the aflix-
stion-requirement in the case of bulk goods:
As redefined, use in commerce does not en-,
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compass use_in advertlsements and fpromo-
. tional materials. .

The definition of aanment of ma.rk h
amended to address strictly intrastate and
common law use of marks and to make it
more consistent with ot.her provisions of t.he
Act.@ -

By Mr. HEINZ: . ’
8. 1884.Abﬂ1toa.mend the Intemal

'Revenue Code of 1986 and title II of

the Soclal Security Act to provide an
exemption from coverage under . -the
social security program on & current
_ basis (pursuant to applications filed in
advance) for employers and their em-
ployees in'cases where both are mem:
bers of faiths opposed to participation -
in such program; to the Commltt.ee on
BOCIAL SECURITY EXEMPTION FOR. m uusn
@ Mr. HEINZ. Mr. President, today I
am introducing legislation which my
colleague, ' Representative = RICHARD
ScHULZE has sponsored in the House to
exempt the Amish and a small group
of other religious sects from coverage
under Social Security. The Amish are
" the most visible of a group of religious
organizations who believe that they,
with God’s help, should provide for
themselves In their old age as-well as
for their parents and other- elderly
members of their sect. They also-be-
lieve that it is a sin to participate in
government programs which provide
a.ssistance or any type of socia.l 1nsur
ance. )
To respect that" belief Congress
amended the Social Security law in

1965 to exempt self-employed 'mem- '

bers of certain religious sects. The ex-
- emption was extremely limited. It ap-
plied only to those few sects which
have been in existence ' since ‘1950,
which are conscientiously opposed to
the acceptance of private or public in-
surance and which make provisions for
the care of its own members. To be in-
cluded in this exemption, a member
must walve rights to all Soclal S8ecuri-
ty and Medicare payments which may
be available to him or his dependentas.

At -the time of its enactment, : this
law applied to most of the Amish, who
have traditionally been self-employed
as farmers. Due to a variety of
changes and economic problems in our
society, that is no longer the case.
Many of the Amish cannot afford to
purchase their own farms and, conse-
quently, now work for other Amish
farmers.

In a 1882 Supreme Court Decision,
the United States versus Lee, it was
ruled that Lee, an Amish farmer and
carpenter, must pay Social Security:
taxes on several other Amish men who
worked for him because they were not
included under the narrowly defined
exemption in the current law. Shortly
after that decision, Congressman
Scrurze and 1 introduced legislation
to extend the Soclal Security exemp-
tion to these individuals. Once again, I
am proposing an exemption for this
clearly limited group of people who,
due to circumstances beyond -their
control, have been forced into the situ-
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.school chﬂdren are: latchkey chﬂdren.
‘they lack. - adult -'supervision 'after

SEEL

‘ation of worklng for others. 1t ‘would

‘apply. only . when both - the: emp]oyer
nnd the employee are Amish.™

" This small, well-defined group - of
people are not “opposed to all taxes,
only those which apply to inclusion in
insurance programs. In addition, this
bill would not encourage people to
become a8 member of & certain sect to

avold paying Boclal -SBecurity. taxes..

‘With. & total population of almost

80,000, the Amish have very few con-

verts and few people leave the' Amish
community. - Thoee. 'who do’ .are .no
longer exempt trom Social Security
provisions.’

=1t is* estimated that this exemption
would apply .to 8,000 workers who, on'
the average, mlght earn $7,000 a year:

‘in addition to payments in the form of
pigs, chickens, -vegetables, and other
products of the land. Clearly, the
scope of this exemption is limited. It
would- have minimal - impact on. the
revenues of the SBocial Security trust

funds. The cost of accommodating the’

beliefs of these unquestionably sincere

religious sects is miniscule ‘compared’
to the religious compromise forced

upon them by requiring their partici-
pa.tjon in the Social Security system_o

.\'; By Mr, DODD (for himself, Mr,
o . CHAFEE,. Mr. HOLLINGS, . Mr,

Smon. Mr. ‘8anrorp, Ms. Mi-

al program for the improvement ‘of
child care, and for other purposes; to
the Committee on Labor and Human
Resources.
ACT FOR BETTER CHILD CARE SERVICES

Mr. DODD. Mr. President, today,
the Senate takes a step toward ad-
dressing the skyrocketing demand for
quality, affordable child care in this
country. As chairman of the subcom-
mittee on Children, Familles, Drugs,
and Alcoholism, I am very pleased to
introduce a major child care initiative,
the Act for Better Child Care Services
of 1987. I am joined in this effort by
my- distinguished colleague from
Rhode Island, and by other distin-
guished colleagues including Senators
Ca.ms'ron, HoLLINGS, SIMON, SANFORD,

HARKIN, REID, MATSUNAGA, .

M.rmm.x., PrL, BrRADLEY, BURDICK,
MoYNTHAN, DECONCINT, RIEGLE, ADAMS,
L.AUT!NBERG, KERREDY, DASCHLE,
WEICKER, and BincaMar. Identical leg-
islation ig also being introduced today
in the House of Representatives by
Congressmen KriipEx, SNowr, Haw-
KINS, and others.

Child care was the very first topic
addressed by the Senate Children’s
Caucus which Senator ARLEN SPECTER
and I set up in.1983. At that hearing 4
years ago, we learned that somewhere
between 6 to 15 million elementary
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school. because 'thelr parents” must

.work. That estimate did' not. include.
the millions of preschool age children

with parents in the labor force who
need child care services.' -

Since - that - first hearlng we ha.ve
eontinued to - see ‘:a - skyrocketing:
demand for- quality, - aﬂordable chﬂd
care, Thirty years ago, men made up,
70 percent of the work force. Today,,

.close to 7Q percent of all mothers with.

school-age . children, work: .outaide . of .
thehome.Sodoclosetohalfofall
mothers with tnIa.nt under 1 year old.
And 85°pércéfit of ‘all’ women ‘in’the
work’ force are ‘expected .to have chil
dren at some point during their work-
ing careers, So, the dema.nd for cmld
care is inescapable. .-

" There are three buzz words thn.t best
capturethechﬂdca.repicturemthts

country. They ‘are”“available, afford-

able, and quality.” Let’s take avaflable
ﬁrst.Ha.lxofa.l_lt_hetownsinmthate
of Connecticut lack any formal after-
schoal care programs. In New York
City, close to 70,000 infants and tod-
dlers need child care while their par-
ents work. Yet there are:only 5,000
spaoesforchﬂdrenundert.heaseof2
in all the licensed public and private
child care programs in: the -city. :So,
only 7 percent of the youngest chil-
dren in New -York. City are -in child

- care that meets government standards.’
* And going clear across the country.to
- the city of Seattle, we find space in H-

censed programs for only. 1 out of

: 'everySchlldrenwhoneedthem.
S 1885, A bill to provide for a Feder--

The - statistics .on affordable "child
care are no better. In Boston, the aver-
age weekly cost for family:day care is
$115. In Dallas, that cost is $60 a week.
And in Denver, it is $75. And across

" the country, the cost of center or in-

home child care can be even higher.
When you average it all out, the aver-
age cost of full time child care for just
one child is $3,000 a year.

We have to keep in mind the average
income of American mothers and fa-
thers 'when looking at these cost fig-
ures, In 1983, the average earnings of
a female worker was only $12,758.
That makes paying $3,000 a year for
one child’s care is one-quarter of the
average mother’s income. And we must
keep in mind that 2 out of every 3
women who work are either the sole
support for their families or have hus-
bands who earn less than $15,000 a
year.

Last but not least, we get to the
issue of quality.

One of the best ways to assure qual-
ity child care is by attracting and re-
taining trained staff. Yet the incred-
ibly low salaries of the vast majority
of women who are child care workers
make the turnover in this profession
one of the highest in the country; 80
percent of all family day care workers
earn less than the minimum wage.
‘And, 756 percent of all child care work-
ers, including those who work In cen-



